IN THE 


United States Circuit Court of Appeals 
FOR THE NINTH CIRCUIT 


No. 11642 


REFRIGERATION ENGINEERING, INC., a Corporation, 


Appellant, 
US. 
YORK CORPORATION, a Corporation, 
Appellee, 
and 
YORK CORPORATION, a Corporation, 
Appellant, 


US. 


REFRIGERATION ENGINEERING, INC., a Corporation, 
Appellee. 


BRIEF ON BEHALF OF YORK CORPORATION 


MESSER VE, MUMPER VG) HUGHES and 
CA Ney Pie. 


By Surrey E. MEsERvE, 


Attorneys for YORK CORPORATION, 
Suite 615, 555 South Flower Street, 
Los Angeles 13, California. 
Of Counsel 
ALEXANDER C, NEAVE, 
CLARENCE D. Kerr, 


Wittiam J. O’HEaRN, Jr. Fe i i. E iD 
: we 


January 29, 1948. 
‘ JAN 29 1940 


PAUL P. O'BRIEN, CLerx 


TABLE OF CONTENTS 


Sark’ s ptavement ot tie Cade...........0.0... 


SpecineamoneOf WIMOTSr 6.2.5. ee eee ea cele: 


pee ey Mic Aclamie PAtent 2 2. cece ow eee eee 


A. Refrigeration’s Position as to the 
Millooeds MirVeni@n 2221. fess wee ss es 


ee aeGile Sy Pe OSIMOM: 4. secs seb Sale eas aes 


C. The Opmion and Findings of the Dis- 


DCT CCT GLECG! 10 SIRMa 2 eames a nara 


It. TheMcAdam Patent Is Anticipated ........ 
eee ie Gayle Systems aos iso. san cee wn 


ie 


We oo 1s 


ou 


Ate IMs Ae eee fe Digs whee aa) 


OMe aalllle: ce 27 21 Sie oen ln 3 


Gayley Systems operated below 
fe ZO se eek fecwel 


The Findings as to the Gayley 
POTUOMMINSES © clea 26 Seca Roan 


be Polar ice Installation. <..2%....<.¢%..- 


8 


wo 


4. 


Operated at below freezing tem- 
Weir GUIN OB ich ec a ese eit a anes 


Single sale enough to anticipate 
Fea 000111125 0) eae ne ae reese 79a 


Polar installation properly 
CICA NNGE TE BAR arene ee ae 


Not abandoned or disearded.... 


C. The Swift & Co. Installations At 
IDIGGGITLE C= eee ee ae ee eee 


slp 


Temperatures maintained ...... 


PAGE 


D. The Trullinger & Eustice Installation 
at Yamal Orecon 4.24... ee 


1. Operated at below freezing tem- 
PET RUGS: c.g tant ted eae 


2. Not an abandoned experiment. . 


Be Thies por Ant Patents... s252.26 eon, 
1. Water defrosting patents....... 
Brassert U.S. No. 958,471.... 

Gayley U. 8S. No. 1,002,576.... 

Jensen & Roser Fr. No. 800,640 

Weng U.S. Non 2.09 (35) oe. 


2. ‘“Three way’’ or stop and waste 
MalWEs WAUEII ST 4 15 cure ae e'e, avaie 


Newman U. S. No. 389,098.... 
Heltzle U. S. No. 389,652.... 


F. The Prior Art Devices Anticipate the 
McAdam Patent Regardless of the 
Temperature at Which They Were 


CSG oe ee tte eae eee ene ee 

III. McAdam Patent Is Invalid for Lack of 
OETCAS TN OT ee, © aes IE us ne we ake 

A. McAdam Solved No Long Existing 

PON erin ee ee Loe ve ce, a eee 

B. Imnerease in the Use of Water to 
Meta Oe tne cree een se ee ee 


C. MeAdam’s Device Has Not Replaced 
Other Means of Defrosting.......... 


D. Surprise of Unqualified Witnesses Not 
Beret: a eee eS oS he 4 a a eee en 


PAGE 


iil 


PAGE 
EK. That Early Purchasers Required 
Guarantees of Replacement Does Not 
lerOwe- iy enilOls virgen. c ses oe, 65 
F. Sales of the Recold Unit Do Not Sup- 
port the Alleged Invention.......... 66 
IV. York Does Not Infringe the McAdam Patent 67 
V. Refrigeration Has Misused the McAdam Pat- 
ent and Should Be Barred From Relief ..... 69 
VI. Costs and Attorney’s Fees Should Not Be 
PSSM UGC. c.ce creme « Sthern eee aes ween t4 
Se PEACE WLS OUP onucdneate Oy Wee eae a aeuecen SAG. cult Ne inne 76 
Eyppendix—Pertinent Statutes ..........5.....605 Th 
ILLUSTRATIONS 
OPPOSITE 
Gayley Prior Uses 
Refrigeration Building Drawings: 
Usabella Furnaces, Pittsburgh, Pl. Hx, 1....... 18 
South Works, Chicago, Pl. Ex. 31, left portion. . 20 
right portion. . 22 
Northwestern Iron Co., Mayville, Pl. Ex. 37, 
IESE ERS TST CIN 65) abrasion er een Ora 24 
Polar Ice Prior Sale 
Photographs: 
Blower unit in refrigerated space, Pl. Ex. 19... 30 
Water supply and drain piping leading into re- 
Mmarerdivenospace, Ek Wis, 20, sek: 4 Sstaacedie es oz 
Yamhill Prior Use 
Drawing of Locker Room, Insulated Blower Room, 
40 


mie mill oom Pl Wx, Y-25. 006. ss ecekaee es 


lv 


TABLE OF CASES 


PAGE 
B. B. Chemical Co. v. Ellas, 314 U.S. 495 ........... 72 
Cam v. Universal Pictures Co., (D. C. 8. D., Cal., 

ee) oe ope WOU OTO GT. canes cerciaeee 75 
Carbice Corp. v. American Patents Corp., 283 U.S. 

a rr een aR On SOD ee RRM ce ato AL A 2 
Consolidated Fruit-Jar Co. v. Wright, 94 U. 8. 92, 94 34 
Fernandez v. Phillips, (9 Cir.) 136 F. 2d 404, 406.. 58 
Frank Adam Electric Co. v. Westinghouse Electric 

iio. Ga, (6 Cir.) db fF, 20.105, 167 Ovo. is 69 
Gasair Corporation v. Ransome Company, (9 Cir.) 

Meee a Recc de scsi o's oo oe ox aimee 15 
Grand Rapids Show Case Co. v. Weber Show Case € 

Pixie Co. et a, (9 Cir.) 38 F. 207280, Fs. 22, D4, 55 
Grayson Heat Control v. Los Angeles, (9 Cir.) 134 

ee AO, ee aie ott, bea «oc ne 67 
Gynex Corporation v. Dilex Institute of Feminine 

Eijgvenciwe, (2 Cir.) Sa F208: 105. <2 14 


International Carbonic Eng. Co. v. Natural Carb. 
Prog. (U0. Cos. D. Cal.) 57 &. Supp. 288, 265; 


CV EAisg 601216 (9h Sle) ] MG 210 272 5 ena ane been EOS 49 
Kruger v. Whitehead (9 Cir.) 153 Fed. 238, 239 ..... D3 
Leitch Mfg. Co. v. Barber Co., 302 U.S. 458 ........ Te 
Le Tourneau, R. G.v. Gar Wood Industries, (9 Cir.) 

5 SU 9 A: SS ee 56 
Lnncoln Electric Co. v. Linde Air Products Co., (D. C. 

W.. 0. Ohio 192) Toms PO 6T os bac n cee sd 75 


Mathews Conveyer Company v. Palmer-Bee Com- 
pony (0 Cig loan. 2dgh3,.00 we oes eek o4 
Mercoid Corp. v. Honeywell Co., 320 U.S. 680, 684... 72, 73 


PAGE 
Mercoid Corp. v. Mid-Continent Co., 320 U. 8. 661, 
CL! Grae. ee een eee ae eee eer 70, 72 
Monogram Mfg. Co. v. F. dé H. Mfg. Co., (9 Cir.) 144 
Fee 2) A ier eae «seis << hog ore ee eee 34 
Morgan Envelope Company v. Albany Paper Com- 
nS aS ea Oat ie 9219 32,9 Sere ee er ee meena re 15 


Morton Salt Co. v. G. S. Suppiger Co., 314 U.S. 488 (2 


Nestle-Le Mur Co. v. Eugene, Limited, (6 Cir.) 55 


OSes Git eee mil) a alal's | ape enue sea os 55 
Old Town Ribbon & Carbon Co. v. Columbia R. & C. 

geo. (2 Cir yilpdd. 20 B19, B82 fsa dd ac o4 
Paraffine Companies v. MeHverlast, Ine., (9 Cir.) 84 

ee esr S40 ee ee hen 2 er tain ee 17, 46 
Pevely Dairy Co. v. Borden Printing Co., (9 Cir.) 123 

pe alle al at nad. Stee Mtn am, aia eens awe vee es 54 
Picard v. United Aireraft Corporation, (2 Cir.) 128 

TORO SZ OS0 oN. a4 bo sean ees apearletwias: ov 
Schriber Co. v. Cleveland Trust Co., 311 U.S. 211 .. 14 
Simons v. Davidson Brick Co., (9 Cir.) 106 F. 2d 518, 

[ane eee eran. ee ee rere eee ee 67 
Stroco Produets, Inc. v. Mullenbach, (D. C.S. D. Cal.) 

eo wins eL Oe Age unin etn SW ake ee oles ae 72 
Taylor Co., Frank Fv. Wise, (D. C. 8. D. Ohio) 5 F. 

LSC am bce Pee |< SAO aU a ey ene eee ater ee are 14 
Phompsomy. Boisselier, 114 U.S.1,11 ............ 36 


Western Union Telegraph Co. v. Bromberg, (9 Cir.) 
LASTAES 52,8 A) Ss) 9 1) Sa ta ren tes ee ee Le 


Vi 


STATUTES 
PAGE 
Judicial Code Section 274d; 28 USCA §400......... Pp fie 
Fiebe c2 eG eC A ole e225 wey ee ee ee 2a ak 
ie eo ce ae ie ono e ou 2s eh eae ee 2,78 
em aN AO Mean SOs WU chor os keene oe 75, 78 


Jomovabl: LUBE ety Ue A aU ir ko cies cee nee 75, 80 


IN THE 


United States Circuit Court of Appeals 
FOR THE NINTH CIRCUIT 


REFRIGERATION HINGINEERING, INC., a 
Corporation, 
Appellant, 
vs. 


York Corporation, a Corporation, 


Appellee, 

ane No. 11642 
York Corporation, a Corporation, 
Appellant, 


VS. 


REFRIGERATION HINGINEERING, INc., a 
Corporation, 
Appellee. 


BRIEF ON BEHALF OF YORK CORPORATION 


Plaintiff, York Corporation, brought this action Janu- 
ary 8, 1945, seeking a declaratory judgment that the 
McAdam patent No. 2,219,393 was invalid and that plain- 
tiff did not infringe any of the fourteen claims of this 
patent. In its answer defendant*, Refrigeration Engineer- 


* Since there are cross-appeals and reference to the parties as 
‘‘plaintiff’’? and ‘‘defendant’’ tends to some confusion, we will 
refer to the plaintiff as ‘‘York’’ and to the defendant and patent 
owner as ‘‘ Refrigeration.’’ 

Emphasis in quotations is ours unless otherwise stated. 
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ing Incorporated, the patent owner, included a counterclaim 
charging infringement of the McAdam patent by York, to 
which York filed an answer, denying validity and infringe- 
ment. 

Jurisdiction of the Court under the Declaratory Judg- 
ment Statute and the Patent Laws™* is alleged in paragraphs 
I-VI of the Complaint (R. 2-3) and is admitted in paragraph 
I of the Answer (R. 7). 

The trial was conducted before Judge Peirson M. Hall 
in the United States District Court for the Southern Dis- 
trict of California, Central Division, from September 17 
to 26, 1946. The next day the trial judge delivered his 
opinion orally from the bench, immediately following oral 
arguments by counsel for York and Refrigeration, and with- 
out benefit of briefs, adjudging Claim 13 of the McAdam 
patent valid and infringed and all other claims invalid. 

The Court’s entire opinion was as follows (R. 12): 


‘““The Court: From the evidence, and from the 
law, as I understand it, I think that claim 1 is void, 
MiGs oy 0, (460, 001d No adei. etme a3 
is the only claim which has the entire combination 
for constantly maintaining temperatures in a room 
below the freezing point of water, and is valid, and 
that will be the judgment of the court. 


‘*As to infringement, I think that I will have to 
hold that the patent was infringed by the plaintiffs, 
because if you are correct in your contention con- 
cerning infringement, then no claim of the patent 
would be valid, and I have held claim 13 valid, be- 
cause it is the only claim which describes all of the 
elements of the combination. For that reason I will 
hold that the patent has been infringed.’’ 


Both parties submitted proposed findings of fact, con- 
clusions of law, and judgments, and Judge Hall adopted 
verbatim those of Refrigeration (R. 13-26). Both parties 
have appealed from Judge Hall’s decision (R. 27-28). 


* The pertinent portions of the statutes are printed in the 
Appendix, pages 77-80. 


York’s Statement of the Case 


The MeAdam patent (R. 1428-32) is for a device or 
apparatus. It is for a combination of old elements. These 
elements consist of cooling apparatus; means for spraying 
water over the cooling coils to remove the accumulated frost 
on the coils; pipes and valves for bringing im and draining 
away the defrosting water; all in combination with the 
room or space which the cooling apparatus serves to 
refrigerate. 

It is admitted by Refrigeration that all of the parts of 
the apparatus patented are old and that therefore the in- 
vention, if any, must reside in the combination of those old 
parts (R. 259). 


It is York’s position that 


(1) All of the claims of the McAdam patent are invalid 
for anticipation and for lack of invention 


(a) because of five instances of prior public knowl- 
edge and use, and one instance of prior public knowledge 
and sale, of the same combination of old parts (infra, 
pp. 18-45): 

The Gayley prior public use installations at 
Pittsburgh, Chicago and Mayville, Wis.; 
The Polar Ice and Fuel Company sale at In- 

dianapolis ; 
The Swift & Co. installations at Elmira, N. Y.; 
and 


The Trullinger & Eustice installation at Yam- 
hill, Oregon; 


(b) because of prior patents and publications show- 
ing the same combination of old parts (infra, pp. 50-52). 


These points are raised in the complaint (R. 3-5) and in 
York’s Points 1, 7-12, 15-19 on appeal (R. 1109-13). 
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(2) All of the claims are invalid for lack of invention, 
and since all the elements in the combination perform their 
old functions in their normal and well-known manner (Point 
0, R. 1109), the claims are invalid because they are merely 
for an aggregation of old elements. 


(3) If, as contended by Refrigeration, the only dis- 
tinguishing feature between McAdam’s device and the prior 
devices is that the latter were not used in below freezing 
temperatures, then his alleged invention would he merely 
in the new use of an old apparatus, which is not patentable 
(Points. 1109), 


(4) Refrigeration is barred from relief in this suit 
because it has ‘‘misused’’ the McAdam patent in an effort 
to control competition in unpatented devices (R. 1053-63). 


(5) York denies infringement (R. 10; Point 2, R. 1109) 
on the ground that, even if valid, none of the claims of the 
McAdam patent is infringed because York has not sold 
the entire combination of any of the McAdam claims. York 
has sold neither the ‘‘refrigerated space’’ nor ‘‘finned 
coils’? nor ‘‘an electrically operated valve means’*’, which 
are important elements of the combination. 


Specification of Errors 


The District Court erred: 


1. In sustaining the validity of claim 13*, and in not 
holding all the claims invalid 


a) because of the six instances of prior public knowl- 
edge, use or sale proved by the depositions of twenty-five 
witnesses and many documents (infra, pp. 18-45), its 
Findings 20-47 and Conclusion 2 (R. 17-23) on this subject 
being wholly erroneous and not supported by evidence; 


* See p. 7 infra for the text of claim 18. 


4) 


b) because the claims were anticipated by the prior 
patents and publications (anfra, pp. 50-52), its Findings 17 
and 19 to the contrary being erroneous; 


c) because there was no invention in the combination 
claimed in view of the state of the art (infra, pp. 56-67), 
its Findings 6-10 and 18 to the contrary being based upon 
meager and incompetent testimony against the great 
weight of the testimony of cighteen witnesses; its Findings 
11-16 in regard to commercial success not being warranted 
by the evidence (infra, pp. 59-67). 


2. In holding claim 13 valid because it ‘‘has the entire 
combination for constantly maintaining temperatures in a 
room below the freezing point of water,’’ (R. 12) and ignor- 
ing the fact that Refrigeration was estopped from urging 
that such limitation existed (R. 1368, 1372, 1408-9, 1415-4) ; 
and in any event it erred in not holding that such limitation 
imparted no patentability to the claim. 


3. In reaching a conclusion of infringement of claim 15 
(Conclusion 4, R. 23): 


a) by misapprehending York’s argument of non- 
infringement, the Court stating ‘‘T will have to hold 
that the patent was infringed by the plaintitts, be- 
cause if you are correct in your contention concerning 
infringement, then no claim of the patent would be 
valid, and I have held claim 13 valid * * *’? (R.12); 


b) by failing to appreciate and in not finding 
that York did not sell the ‘‘refrigerated space,’’ nor 
‘finned coils’? nor ‘‘an electrically operated valve 
means,’’ which are important parts of the patented 
combination, and that therefore it did not sell the 
apparatus of the patent and could not infringe claim 
13 (infra, pp. 12-13, 67-68) ; 


c) by failing to make any finding of fact as to 
what devices York sold, or any finding to support its 
conclusion of infringement of claim 15. 


4. In denying York’s motion to amend its complaint 
to include the charge and defense of misuse by Refrigera- 


6 


tion of its patent (R. 1063), and in not finding that Re- 
frigeration did misuse its patent and was therefore barred 
from recovery in this suit (infra, pp. 69-74). 


do. In its Conclusions 5 and 6 (R. 23), in granting Re- 
frigeration costs and counsel fees and in not dismissing 
Refrigeration’s cross-complaint and granting the prayers 
of York’s complaint. 


I. The McAdam Patent 


Before discussing the McAdam patent, the cycle of opera- 
tion of a refrigeration machine will be described. A refrig- 
eration machine of the type shown in the McAdam patent 
gets its cooling effect by allowing a volatile liquid having a 
low boiling point to evaporate in the refrigerating or 
‘fevaporator’’ coils. This action of changing state from 
liquid to gas absorbs heat so that the coil becomes eold. 
A ‘‘compressor’’ continually takes this gas away so that 
more liquid will evaporate. The compressor compresses the 
gas so that it may be turned back to the liquid state in the 
‘‘condenser.’’ The liquid is then returned to the ‘‘evapora- 
tor’’ coil to vaporize and resume the process of absorbing 
heat (R. 988, 990). 

Since the evaporator coils are at a low temperature, the 
moisture contained in the air of the refrigerated space which 
passes over the coils condenses on the coils, forming frost. 
The frost, acting as an insulator, impairs the efficiency of 
the coils and must be periodically removed. 

What McAdam claims as his invention is an apparatus 
consisting of a refrigerated space, evaporator coils, and 
a supply conduit to conduct water to a spray head from 
which it is sprayed over the coils, and a drained drip pan 
to conduct the sprayed water out of the refrigerated space. 
McAdam provided in the supply conduit at a point outside 
the refrigerated space an ordimary ‘‘three way’’ or ‘‘stop 
and waste’’ valve which allowed water to enter the pipes 
and, upon closing the valve, allowed the water in that part 
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of the supply conduit which was inside the refrigerated 
space to drain back through the valve. 


The operation of the McAdam apparatus may be best 
understood by referring to the patent drawings (R. 1428). 
The ‘‘three wav’? valve is shown at the left of Fig. 2. 
In the position shown in the drawing the valve is seated so 
as to shut off the drain port 19 and leave the other two 
ports 20 and 21 open, which allows the supply water to enter 
the valve at port 21, leave at port 20 and flow through the 
inclined supply conduit 17, to the pan 14. The water then 
flows through the perforations 15 in the bottom of the pan 
and runs over the coil 5. Water at any temperature above 
freezing will serve to cause the frost and ice to melt from 
the coil. The melted ice and water collect in the drip pan 8 
below the coil 5 and waste through the inclined drain 
pipe 12. When all the frost has been removed from the coil, 
the water is shut off by adjusting the valve stem 25a so 
that the port 21 is closed and port 19 is opened. Water 
remaining in the spray pan 14 and the supply conduit 17 
is then free to drain back through the conduit 17a. During 
the defrosting operation the fan 6 and the compressor are 
stopped. 


Claim 13, the onlv elaim held valid, is as follows: 


13. In combination with a refrigerated space, a 
coil adapted for periodic defrosting, a spray-head 
positioned to distribute water over said coil for de- 
frosting thereof, a fan to move air of said space over 
said coil adapted to be discontinued during defrost- 
ing periods whereby the air of said space does not 
rise above the freezing point of water during the 
defrosting period, a drip pan disposed below said 
coil to receive water and ice gravitating from said 
eoil, a self-draining conduit leading from said drip 
pan to points remote from said space, and an inelined 
water supply conduit leading from a point remote 
from said space to said spray-head; said water sup- 
ply conduit at said remote point provided with an 
opening normally open to the atmosphere [through 
a valve] whereby the conduit and spray-head re- 
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spectively are self-draining, and means [a valve] 
for periodically supplying water to said supply con- 
duit during period when said fan is inoperative. 


The other claims vary slightly in language, but they are 
all for an apparatus consisting of a combination of old parts. 

As will be seen from claim 13, and as admitted by Re- 
frigeration’s patent expert Doble (R. 260), the patent is for 
an ‘‘apparatus’’, a device, and not for a method or a manner 
of using an apparatus. It is for the mechanism ttself. 


Part of that mechanism consists of a concentrated re- 
frigeration coil with a fan to blow the air through the coil. 
This type of compact blower refrigeration unit was not new 
with MeAdam (R. 1430, col. 1, 1. 22-9; 258) ; York sold many 
of such blower units lowe prior to McAdam (R. 997-9; PHf’s 
Hix. 106, R. 1301-2, showing photographs of such units). 


Another part of that mechanism is the means for defrost- 
ing the coil. McAdam was not the first to introduce de- 
frosting means in a blower type unit, for the blower type 
units sold long prior to McAdam had various forms of de- 
frosting either by means of warn air circulated over the 
coils (R. 1008-9), or warm gases introduced into the coils 
from the compressor (R. 1018), or by spraying over 
the coils in a continuous or intermittent stream water con- 
taining a salt solution (R. 1016), the salt aiding to dissolve 
the frost (R. 1022). In those instances where the water 
was recirculated from a pan directly beneath the unit and 
within the refrigerated space the salt solution kept the water 
lying in the pan from freezing (R. 1036).* 

Nor can it be claimed that the idea of plain water de- 
frosting was new with MeAdam. That ordinary tap water 


* These forms of defrosting are still by far the most commonly 
used; only 11% of the units sold by York sinee 1940 use water 
defrosting (R. 1082). Refrigeration, which specializes in water 
defrosting, sells only 40% of its coils with water defrosting (R. 
1093). The type of defrosting used is an engineering matter 
depending upon the nature of installation, kind of refrigerant used, 
and product to be refrigerated (R. 1020, 1021, 1024). 
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contains enough heat* to melt ice and frost from refrigera- 
tion coils was known long prior to MeAdam by every house- 
wife who ever poured water over the coils in a household 
refrigerator in order to remove frost. And that such water 
could be used in a below freezing atmosphere without itself 
being lowered below the freezing point was also known 
prior to McAdam. This is disclosed in at least two prior 
patents (Wenzl, R. 1271; Jensen & Roser, R. 1279, wefra, 
pp. 51-2), and water was thus used in the instances of prior 
use and sale proved in this case by deposition (infra, pp. 
16-47). 

There is nothing surprising about the fact that ordinary 
tap water can be so used. A single drop of water resting 
upon a coil many degrees below freezing would undoubtedly 
freeze within a short time because of its small heat content. 
But when a considerable quantity of water is sprayed over 
a coil, the amount of heat available is greatly multiplied 
and the water is continuously in motion and does not remain 
in contact with the coil for more than a moment or two. 
The water is then drained immediately to the outside of the 
refrigerated space. The water does not freeze because no 
given quantity of water is within the refrigerated space 
long cnongh for its temperature to be lowered below its 
freezing point (R. 272, 1031). 

But McAdam does not have a patent for defrosting with 
water in a below freezing atmosphere. Claims broadly 
covering the method of thus defrosting were asked for and 
cancelled during the prosecution of the McAdam patent in 
the Patent Office (R. 1342-3, 1414) and therefore no conten- 
tion can be made that such a method is covered by the patent. 

As stated above, McAdam’s patent is for an apparatus— 
a mechanical device which consists of a combination of old 


* ““Heat’’, ‘‘warm’’ and ‘‘hot’’ as used in this connection do 
not necessarily connote a high temperature. Any temperature 
above that of the coil would constitute the application of heat, and 
any temperature above the freezing point of water would be suf- 
ficient to melt the frost (R. 1008). 
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parts. Claim 13 is for a coil, a spray head, a fan, a drip pan 
with a self draining conduit, an inclined conduit to supply 
the spray water, valve means to let water in and to drain 
the water back out of the conduit; all of this in combination 
with a refrigerated space. 

These elements were all old and it was old to use them 
for the very purposes for which they are used in this 
combination. As we shall see, a fan refrigeration unit with 
a water defrosting header and supply and drain conduits, 
was old in both the patented and practical arts (afra, 
pp. 16-52); and it was old to use a valve in a water 
supply conduit which opened and shut off the supply of 
water, and allowed the water ahead of the valve to drain 
back through the valve when it was closed (infra, p. 52). 
Such valves are called ‘‘three-way’’ valves (McAdam patent, 
R. 1481, col. 1, 1. 9) or sometimes ‘‘stop and waste’’ valves. 
The use of such valves was common plumbing practice to 
drain all pipes in periodically unheated houses which might 
be exposed to below freezing temperatures (R. 431, 464; 
Piff’s Ex. 102, R. 1296-7). And such valves were used in 
connection with water defrosting units (infra, pp. 29, 36, 
41). 

And finally it was old to use all of these parts in com- 
bination with a refrigerated space. After all, the whole 
purpose of the unit was to refrigerate a space, and the 
prior patents and prior uses show that such units were so 
used. 


A. Refrigeration’s Position as to the Alleged Invention. 


Since York proved conclusively by prior patents and 
the depositions of twenty-five witnesses that water defrost- 
ing was old, and that the combination of the elements of the 
claims as written was anticipated, Refrigeration took the 
position that the ‘‘refrigerated space’’ mentioned in the 
claims should be interpreted by reference to the specification 
to mean a space “‘maintained al all times below the freezing 
temperature of water’’ (R. 278). 


Tt 


Its proofs im support of the patent and its arguments 
to distinguish the prior art were based upon this position. 
Its patent expert Doble stated on cross examination (R. 
277-9): 


‘*(). Now, isn’t it a fact, Mr. Doble, that none of 
the claims excepting claim 10, 11 or 13 mention any- 
thing about temperatures? 

A. Temperatures,—in what respect? 

Q. Well, as to whether the refrigerated space is 
above or below freezing. 

A. Yes, they do. I will refer to claim 1. Claim 
1 states, 


‘In combination with a refrigerated space.’ 


‘Now, to understand what that means, we turn to 
the first two paragraphs in the patent, appearing on 
J Siar ’ oS 
page 1, starting at line 1, reading: 


‘My invention relates to low temperature re- 
frigeration where a space is required to be con- 
stantly maintained at temperatures below the 
freezing point of water,’—that is very, very defi- 
nite—‘and the invention relates more particularly 
to methods and devices for defrosting the coils or 
heat transfer surfaces used in maintaining such 
conditions.’ 


‘We have got to maintain that sub-freezing condi- 
tion. 

evs. 

A. Now, waitaminute. I haven’t finished. 

@. Oh, Lam sorry. 

A. This is the second paragraph starting in at 
line 8: 


‘Where the air which is being recirculated over 
these low temperature surfaces never rises above 
the freezing pomt of water periodic defrosting 
nnder maintained low temperature conditions has 
presented many problems.’ 


‘¢ And that was his problem, how to meet that con- 
dition and solve it, and that is what McAdam solved. 
Continuing the reading of that paragraph: 
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‘It is an object of this invention to provide simple 
[356] and Inghly effective means for so defrost- 
me? 


‘‘That definition clearly defines the temperature at 
which these combinations are to be used, and defines 
clearly that the refrigerated space is to be maintained 
at all times below the freezing temperature of water. 

Q. So that you are interpreting the term ‘refrig- 
erated space’ in the claim from the specifications? 

A. You have to. You always interpret the ele- 
ments in the claims from the specifications. You 
know that. 

Q. You won’t say ‘Yes’ to that? A. I have no 
objection to saying ‘Yes,’ if you ask a question so 
that I can say ‘Yes.’ 

The Court: And so long as you ean say ‘but.’ 

Q. By Mr. Neave: Now, Mr. Doble, apart from 
that phrase ‘in combination with a refrigerated 
space,’—apart from that phrase, taking claim 1, the 
rest of the claim are elements of an apparatus; isn’t 
that true? 

A. Yes. 

Q. That is the refrigerating apparatus? 

A. Yes, but that apparatus has to be used in com- 
bination with a refrigerated space. Otherwise, there 
is no problem.’’ 


B. York’s Position. 
It is York’s position that 


(a) if the alleged invention is, as Refrigeration con- 
tends, for the combination of the old parts with the old 
refrigerated space continuously maintained below freezing, 
then 


1. The patent is invalid because such combina- 
tions existed im the prior practical art and the prior 
patented art; because even if this were not so, there 
is no invention in combining old elements to produce 
an old and expected result; and because a new use of 
an old device is not patentable; 


2. the patent is not infringed by York, because 
there is no evidence that York made, used or sold 
a below freezing refrigerated space, an essential ele- 
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ment of the invention; in fact there is no proof that 
York made, used or sold any refrigerated space. 


(b) Refrigeration can not successfully contend that the 
‘‘refrigerated space’’ of the claims means ‘‘a refrigerated 
space always maintained below freezing’’. 


1. Refrigeration is estopped from so claiming in view 
of the prosecution of the McAdam application in the Patent 
Office. 


Refrigeration asked for claims in which the term ‘‘re- 
frigerated space’’ was qualified by the phrase ‘‘the air of 
which is coutinuously maintained at a temperature below 
the freezing point of water’’. The Patent Office Examiner, 
in rejecting the originally numbered claims 1-14, stated (R. 
1368) : 


‘¢ .. Applicant has attempted by amendment to 
differentiate his claims over the prior art cited by 
stating that his device continuously maintains a freez- 
ing temperature below the freezing point of water. 
However, such limitation is immaterial in so far as 
patentability is concerned since practically all re- 
frigeration svstems continuously maintain a prede- 
termined temperature which may be above 32° or 
below 32° depending upon the particular require- 
ments placed upon the system. However, such regn- 
lation or particular degree of temperature maintained 
is not of patentable import.’’ (Hxaminer’s emphasis. ) 


Subsequently Refrigeration, in response to such holding, 
cancelled the limitation that the air of the refrigerated 
space ‘‘is continuously maintained at a temperature below 
the freezing point of water’’ from all the original claims 
where it occurred, stating that its action was ‘‘in aecord with 
the Examiner’s statement, with which applicant agrees, that 
any refrigerated space is apt to go below the freezing point 
of water’? (R. 1372). A similar limitation was also can- 
eelled from the first part of the later added present claims 
10, 11, and 13 (R. 1413, 1414). 
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Having complied with the requirement of the Examiner 
to cancel the sub-freezing limitation, Refrigeration, as the 
owner of the McAdam patent, cannot now assert that the 
sub-freezing limitation is validly a part of any claim of the 
patent, by implication or otherwise.” 

A limitation either added to, or subtracted from, the 
claims during the pendency of an application in the Patent 
Office may not be later ignored when construing the claims 
either to narrow the claims to avoid a prior art reference or 
to broaden the claims to cover an alleged infringing device. 
The Supreme Court stated in Schriber Co. v. Cleveland 
Trust Co., 311 U.S. 211 at pages 220-1: 


“It is a rule of patent construction consistently 
observed that a claim in a patent as allowed must 
be read and interpreted with reference to claims that 
have been cancelled or rejected, and the claims al- 
lowed cannot by construction be read to cover what 
was thus eliminated from the patent.’’ 


And at page 221: 


‘“‘True, the rule is most frequently invoked when 
the original and cancelled claim is broader than that 
allowed, bnt the rule and the reason for it are the 
same if the cancelled or rejected claim be narrower. ’’ 


* Nor can claims 10, 11 and 13 be distinguished over the prior 
art because they still contain uneancelled a clause specifying dis- 
eontmung the fan during the defrosting period ‘‘whereby the air 
of said refrigerated space does not rise above the freezing point 
of water during the time required for defrosting.’? Mrank F. Taylor 
Co. v. Wise, (D. C. S. D. Ohio,1933) 5 F. Supp. 918, at pare 97H: 

‘‘The addition of a ‘whereby’ elause to a claim ealling 
for an otherwise old structure does not render the claim 


patentably novel. Electro-Dynamie Co. o. Westinghouse 
Bigetrie Mite Co. (0. 0.) 101 KF. 506, 508,” 


To the same effect: 


Gynex Corporation v. Diler Institute of Feminine 
Maygrenc Inc., (2 Cir., 1986) 85 F.2d. 108. 105. 
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To the same effect : Morgan Envelope Company v. Albany 
Paper Company, 152 U.S. 425, 429 (1894) ; Gasair Corpora- 
tion v. Ransome Company, (9 Cir. 1944) 140 F. 2d 818, 819. 


2. Refrigeration’s contention is also untenable because 
in effect it turns apparatus claims into method claims. As 
already stated, method claims were abandoned during the 
prosecution of the McAdam application and can not now 
be recaptured.* It follows from Refrigeration’s argument 
that when the parts of the combination are used with a 
refrigerated space one degree below freezing that combina- 
tion is an infringement, but when the temperature of the 
space rises one degree above freezing, those very same 
mechanical parts no longer constitute an infringement. But 
an apparatus can not be a patented one at one instant, and 
the very same structure not patented the next moment. 
Therefore Refrigeration’s contention must be that the 
alleged invention is not an apparatus, a combination of 
physical parts, but must reside, if at all, i their manner of 
use. However, McAdam was not granted any patent for a 
manner of use or a method (R. 260), and Refrigeration can 
not interpret the claims to recapture what was abandoned. 


C. The Opinion and Findings of the District Judge 


The two-paragraph opinion of the District Judge, 
handed down from the bench the day after the conclusion of 
testimony and without benefit of briefs after trial, indicates 
that the Court sustained claim 13 under a misapprehension 
as to the nature of the patent and its Patent Office history. 

In stating that claim ‘‘13 is the only claim which has 
the entire combination for constantly maintaining tempera- 
tures in a room below the freezing point of water’’, and 
that ‘‘I have held claim 13 valid, because it is the only claim 
which describes all of the elements of the combination’’ (R. 
12), the Judge fell into the error of reading into the claim 
a limitation of ‘‘constantly maintaining temperatures in a 
room below the freezing point of water’’. This was error 


* Supra, page 9. 
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beeause such a limitation was specifically abandoned during 
the prosecution of the MeAdam application (supra, pp. 9, 
15; R. 1372, 1418, 1414) and therefore can not now be claimed. 
The Court also erred because it apparently thought the 
nature of the invention was a manner of use—a method, 
‘constantly maintaining temperatures in a room below the 
freezing point of water’’,—when such is not the faet as the 
claims are apparatus claims, and can not be interpreted as 
method claims, especially since method claims were aban- 
doned during the prosecution and cannot now be recaptured 
(supra, pp. 9,15; R. 1342-3, 1414). 

The opinion does not discuss or even refer to any of the 
evidence of prior patents or of prior uses, or to any of 
York’s defenses. 

The District Court held the patent infringed ‘‘because 
if you [York’s counsel] are correct in your contention con- 
cerning infringement, then no claim of the patent would be 
valid’? (R. 12). Just what the Court meant by this state- 
ment is not clear. At all events, it is obvious that the Dis- 
triet Judge did not understand York’s argument of non- 
infringement. 

Findings were submitted by both parties, the Court 
signing those submitted by Refrigeration without any 
change, except changing the date from October 1946 to 
March 24, 1947 (R. 23). As we shall see, the Findings are 
not supported by the evidence. 


Ii. The McAdam Patent Is Anticipated. 


The parties have stipulated (R. 295) that the date of 
eonception of the McAdam device is September, 1937. 
Any device meeting the claims of the McAdam patent and 
sold or used or deseribed in a publication prior to that 
date anticipates the patent and thereby invalidates it. 

York introdueed into evidence the depositions of 
twenty-five witnesses whose testimony establishes six in- 
stances of the prior manufacture, use, sale and knowledge 
of water defrosting apparatus each of which anticipates 
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McAdam’s device. In each instance the witnesses produced 
were those who had the best knowledge of the apparatus 
and its operation, and their testimony was supported by 
73 documents. Refrigeration called no witnesses with 
respect to these uses except one witness who in fact con- 
firmed the existence and use of one of the devices (R. 1073- 
90). 

As we shall show, the findings of the Court below that 
the patent was not anticipated by these prior uses and sales 
are not supported by the evidence and should be disre- 
garded. 

In this case there is not the usual presumption in favor 
of the findings of a lower court because here the testimony 
was in the form of depositions and the witnesses, with one 
exception, were not before the District Court.* This Court 
said in Paraffine Companies v. Mckverlast, Inc., (9 Cir. 
1936) 84 F’. 2d 335, at page 339: 


‘The evidence presented by the defendant on this 
isste was all in the form of depositions. Hence 
there is no presumption in favor of the trial court’s 
findings thereon. Rownv. Brake Testing Equipment 
Corp. (CU os (2) 220, 293.7 


And more recently this Court said in Western Union 
Telegraph Co. v. Bromberg, (9 Cir., 1944) 143 F. 2d 288 at 
page 290: 


‘‘Mr. Bromberg’s testimony was by deposition, hence, 
the appellate judges are in as good a position to 
weigh his evidence as was the trial judge.’’ 


* Also, at the request of the District Court (R. 354-5), many of 
the depositions were not read, but were summarized and copied into 
the Record. (R. 482, 433, 435, 470, 538, 576-579, 591-592, 607, 635, 
644-6, 698-699, 745.) 
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A. THE GAYLEY SYSTEMS. 


The first uses of water to defrost in point of time were 
in conneetion with the Gayley dry blast systems whieh were 
in use at the Isabella Furnaees of the Carnegie Steel Co., 
Pittsburgh (Etna), Pa., from 1906-1921 (Plff’s Ex. 2-A, R. 
1118, R. 3814); at the South Works of the Ilhnois Steel Co., 
South Chicago, Illinois, from 1907-1912 (R. 505-6); and 
at the Northwestern Iron Company, Mayville, Wisconsin, 
from 1909-1928 (R. 592-3). The purpose of Gayley’s dry 
blast system was to cool and thereby dehumidify the air 
which was to be delivered to the blast furnaces of the above 
steel plants. To do this, in each case, the air was blown 
by means of a huge fan through a refrigerator building 
which was divided up into separate rooms or chambers, each 
ehamber containing many thousands of feet of cooling coils 
which were eooled by pumping through them cold brine. 
The moisture which was withdrawn from the air as it 
passed through the chambers was deposited on the coils 
in the form of frost or ice and this was removed from the 
coils by means of water sprayed over the coils from 
headers positioned over them, the melted frost and water 
being drained from the pan-shaped bottoms of such eham- 
bers by means of floor drains (R. 314-6, 324, 506-11, 594). 

Each of these installations was defrosted in much the 
same way. The air which was being blown through the 
building by means of the fan was cut off from the ehamber 
whieh was to be defrosted by closing shutters in the base- 
ment and at the top of the chamber (R. 318, 508, 594). 
This is equivalent to shutting off the fan in MeAdam’s 
device. After the cold brine had been withdrawn from the 
coils*, the water was turned on and allowed to spray over 
the coils until all the ice and frost had been removed. The 
water was then shut off and a drain valve was opened which 
was so plaeed in the inclined water supply conduit that all 


* Cooling is likewise discontinued in McAdam during defrosting 
by stopping the compressor (McAdam patent, p. 3: 1st col., lines 
43-49; 2nd col., lines 37-68.) 
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the water left inside the refrigerated space would drain to 
the outside (R. 389, 510, 595). The cold brine was then 
pumped back into the coils and the chamber put back in 
operation by opening the shutters and allowing the air once 
more to be blown over the coils (R. 320, 510-1, 597). 

All these Gayley installations were operated at sub- 
freezing temperatures substantially all the time (infra, 
pp. 25-28). 


1. Pittsburgh 


The drawing on the left of Plaintiff’s Exhibit 1 (R. 1117) 
reproduced opposite page 18, shows an end elevation of 
the refrigerator building of the Dry Blast Plant at the 
Isabella Furnaces in Pittsburgh. At the extreme left of the 
drawing is the water supply for defrosting labeled 6” 
Water Mam with the inclined water supply conduit marked 
6” Pipe (colored yellow in this brief) leading upward into 
the compartment, where it feeds into a header, colored red, 
labeled 6” Water Header. Kixtending from this header out 
over one of the chambers filled with brine coils is a pipe, 
also colored red, labeled Water Spray 2” Pipe. At the 
extreme left and at the bottom of the vertical pipe is a 
valve labeled 6” Gate Valve which controlled the supply 
of water to the spray pipes. Just above the gate valve in 
the vertical pipe is another valve labeled 1” Drain Valve 
(colored purple), which was opened to drain the pipes 
immediately after the supply of water was shut off, and 
left open until the next defrosting period, thus provid- 
ing an opening in the supply conduit at a point remote from 
the refrigerated space which was normally open to the at- 
mosphere. Upon opening the drain valve the weight of the 
water in the vertical supply pipe (colored yellow) would 
eause a siphon action which would drain all the water in 
the header and spray pipes (colored red) regardless of 
whether they were horizontal or pitched (see R. 1360-1). 
The drawing does not show a floor drain, but it is apparent 
from the fact that the floor is pitched that such a drain was 
provided. 
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Thus there are present all of the elements of McAdam’s 
device and in precisely the same combination. The general 
operation has already been described. In the patent the 
fan is turned off; similarly in the Pittsburgh use the doors 
were closed at the bottom so that the air to be cooled 
would not pass between the coils of the chamber being de- 
frosted into the refrigerated space. Im the patent the 
refrigeration is stopped; in Pittsburgh, for the same pur- 
pose the brine was removed from the coils; in the patent 
and in this prior use a valve is turned admitting water 
through pipes so that it sprays over the coils until all frost 
is removed, when the water valve is closed and the drain 
valve opened, draining all water from the defrosting sys- 
tem. And in both devices the refrigeration is then restored 
and the air allowed to pass through the coils again, in the 
patent by starting the fan, in the Pittsburgh prior use by 
opening the doors at the top and bottom of the chamber 
(R. 318-320; 3638-365; 386-390). 


The witnesses who testified to this prior use were the 
following : 


Frank C. Bauer (R. 298), Chief Engineer of the plant, 
who produced and identified plant drawings (PHt’s lx. 1, 
R. 1117) and contemporancous letters about the operation 
of the defrosting mechanism (Plff’s Ex. 2A-6B, R. 1118-24). 


A. Raphael Kernan (R. 309), in charge of plant em- 
ployment records, who testified as to dates of employment 
of the witnesses named below. 


Jesse O. Brandt (R. 318), operator and engineer of the 
Dry Blast Plant, which included the defrosting system, from 
1909 until 1921. 


Edward G. Kennedy (R. 361), who ran the Dry Blast 
Plant from its inception until 1915. 


Kdward Harkins (R. 384), who was the defrosting op- 
erator or ‘‘coil tender’’ in 1915, described exactly what 
operations he went through in defrosting. 


Plaintiff's Exhibit 31 


Puan View or Rerreiserator Buitpine at Crrcaco, 


Suction AA 


21 


The testimony of these witnesses establishes clearly the 
strueture and operation of this Dry Blast Plant in Pitts- 
burgh for a period of fifteen years from 1906 to 1921. Con- 
sidering the fact that this operation started over thirty 
vears ago, their testimony is remarkably clear and definite. 
Their recollection was supported by blue prints of the plant 
contemporaneously made in 1906 (Plff’s Ex. 1, R. 1117) and 
letters written in 1906 by Bob Taylor to the Chief Engineer, 
Bruce Walter (R. 301), describing the water defrosting 
(Plff’s Exs. 2-6B, R. 1118-1124). As Taylor wrote in 1906, 
‘‘Water is certainly fine for thawing for the pipes are just 
as clean now after thawing as the day they were put in’’ 
(Pitt’s Eixs. G24, Bs RK. 1123). 

Refrigeration produced no witnesses concerning this 
prior use. 


2. Chicago 


The construction of the defrosting pipes in the Re- 
frigerator Building of the Dry Blast Plant of the Illinois 
Steel Company’s South Works in Chicago, installed in 1907, 
is shown in PIff’s Ex. 31 (R. 1153) the upper left portion of 
which is reproduced opposite page 20 of this brief. 
Shown in the reproduction is a 6” water supply main (col- 
ored yellow outside and red inside the Refrigerator Build- 
ing) extending along one side wall above the level of the 
top of the brine coils. A 6” distributor line (colored red) 
extended into each of the seven chambers above the level 
of the supply main, with 3” branch lines extending laterally 
over the coils from each distributor line. Two 2” spray 
heads hung downward from each braneh line as will be seen 
in the seetion at the bottom of the page. There was a valve 
marked (A) in each of the seven distributor lines so that 
water could be supplied to each compartment individually. 

In the upper right hand part of PIff’s Ex. 31 (R. 1153) 
which is reproduced opposite page 22 is an elevation view 
‘of portions of the Compressor Building, Brine Cooler 
Building and Refrigerator Building showing the 6” water 
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supply main (shown in yellow) as it came from the Com- 
pressor Building and entered the Refrigerator Building. 
Just before the supply main enters the Refrigerator 
Building there is shown a 2” Drain Pipe (colored purple) 
which was for the purpose of draining all the pipes 
inside the refrigerated space to the right immediately upon 
the shutting off of the supply of defrosting water (R. 510, 
580). This corresponds to the element of the claims calling 
for an opening in the supply pipe at a point remote from the 
refrigerated space normally left open to the atmosphere 
(R. 511). Upon opening this drain, the weight of the water 
in the supply pipe would cause a siphon effect which would 
drain all the water from the pipes inside the Refrigerator 
Building regardless of whether they were pitched or horti- 
zontal. 

This apparatus for water defrosting, which existed long 
before McAdam’s alleged invention, thus includes all of 
the elements of McAdam’s apparatus in the same functional 
relationship. 

The operation of this defrosting system in Chicago was 
the same as that at Pittsburgh and therefore will not be 
described again. Its mode of operation as well as its struc- 
ture was similar to the later disclosure in the MeAdam 
patent. 


The witnesses who testified as to this prior use were: 


Herman L. Lietz (R. 568), assistant Chief Engineer of 
the South Works at Chicago, who produced and identified 
the photograph of the outside of the refrigeration build- 
ing (Plff’s Ex. 30, R. 1152), and the contemporaneous draw- 
ing of the piping (PIff’s Hx. 31, R. 1153). 


Nicholas L. Tominac (R. 505), who had charge of de- 
frosting the Dry Blast Plant from 1907 until 1912. 


Albert Gaide (R. 539), who erected the refrigeration 
machinery and was the engineer in charge of one shift of 
the operation of that plant from 1907 to 1911. 
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Alfred E. Mueller (R. 573), who was the engineer in 
charge of the other operating shift in 1908 and 1909. 


The last three men had intimate knowledge of this 
Chicago plant’s defrosting equipment, and its operation 
from 1907 until] 1912. Their testimony was supplemented 
by construction drawings showing the defrosting system 
(Plff’s Ex. 31, R. 1153) and 40 temperature charts (PIff’s 
Ex. 32 and 33, R. 1154-1193) produced by Gaide and Mueller 
showing the temperature of the air after it had passed 
through the refrigeration chambers. 

Refrigeration produced no witnesses concerning this 
prior use. 


3. Mayville 


The arrangement of water piping for defrosting as 
used at the Dry Blast Plant of the Northwestern Iron Co., 
in Mayville, Wisconsin, is shown on two drawings, Plff’s 
Eixs. 7 and 37 (R. 1125, 1205), the left hand portion of the 
latter being reproduced opposite page 24 of this brief. 
Before examining this drawing reference should be made 
to the figure to the left of Plff’s Ex. 7, not reproduced in 
this brief but found at R. 1125, which SHORE the water supply 
conduit as it enters the melee at the top right and extends 
over the brine coils where it is labeled ‘‘Water Pipe for 
Thawing.’’ Extending downward from this supply conduit 
are several spray heads, or sprinklers. Also shown bv this 
drawing is the fact that the floor of each compartment was 
pitched to a center floor drain. 

The part of the drawing, Plff’s Ex. 37 (R. p. 1205), 
reproduced opposite page 24 of this brief, is a plan view of 
the Refrigerator Building and the Pump House. The perti- 
nent parts of this drawing were marked during the taking of 
his deposition by the witness Mueller, who left the Dry 
Blast Plant in Chicago in 1909 to go to work at the same 
type of plant in Mayville and was in charge of the oper- 
ations at this plant during the entire period of its oper- 
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ation from 1909 until 1928 (R. 589, 593). The water for 
defrosting was drawn from a well by a centrifugal pump 
(R. 594), indicated on the plan of the Pump House, and sup- 
plied to a ‘‘Header’’ (colored yellow), which ran along 
the inside wall of the Pump Honse nearest the Refrigerator 
Building. Four supply conduits, one for each compartment 
of the Refrigerator Building, took off from this ‘‘ Header,”’ 
passed through the wall of the Pump Room and then 
travelled up the outside of and into the Refrigerator Build- 
ing where they connected to the “‘ Water Pipe for Thawing”’ 
mentioned above as being found in PIff’s Ex. 7, and also 
shown in this reproduction of Exhibit 37 (colored red). In 
each of the supply conduits, where it took off from the 
‘‘Header,’’ was a ‘‘Valve’’? making it possible to supply 
water to one compartment at a time, and above each 
‘Valve’? was a ‘Drain’? which was opened when the 
‘‘Valve’’ was closed, thus allowing all water above the 
‘‘Valve’’ and inside the Refrigerator Building to drain ont- 
side the refrigerated space (R. 600). This ‘‘Drain’’ was 
usually left open, except during the defrosting operation, 
so that in case the ‘‘Valve’’ leaked and water got into the 
supply conduit leading to a compartment which was not 
being defrosted, the water would drain instead of flowing 
into the compartment (R. 595). Thus there was an opening 
in the supply conduit normally open to the atmosphere. 

The matter of drainage was also provided for in an- 
other way. Mueller, the man in charge, testified that the 
‘<Pump’’ was a centrifugal pump, and that when it was shut 
off, the weight of the water in the inclined supply conduit 
would cause the ‘‘Pump’’ to reverse itself and all the water 
in the supply conduit and inside the refrigerated space 
would flow back through the ‘‘Pump”’”’ and into the well 
(Re 090). 

Refrigeration produced no witness to testify regarding 
this prior use. 
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4. Gayley Systems Operated Below Freezing 
TEMPERATURES EMPLOYED AT PITTSBURGH 


Due to a flood which occurred at the Isabella plant at 
Pittsburgh (R. 342) no written temperature records are 
available with respect to the operation of that plant, but the 
witnesses, Brandt, Kennedy and Harkins, testified that the 
temperature inside the refrigerating chambers prior to 
defrosting was ‘‘below freezing all the time’’ (R. 319), 
‘‘way under freezing’’ (R. 365), and ‘‘around 30, 28 or 30, 
sometimes far colder than that’’ (R. 391). 


TEMPERATURES EMPLOYED AT CHICAGO 


Temperature of the air at the top of the brine coils, 
just as it left the refrigerating chamber, was stated by 
Tominac as being ‘‘between 25 and 28 degrees Fahrenheit”’ 
(R. 514, 523). Mueller agreed that the temperature was 
below freezing, ranging from 20° to 34° F. (R. 581). 
This is substantiated by Plff’s Ex. 32 (R. 1154-92) which 
is made up of 39 daily reports (produced by Gaide) of 
temperature readings taken hourly during the months of 
May, June, July and September 1910. The temperature of 
the air just after it had passed over the brine coils varied 
from 19° to 34° F. with the average well below freezing. 
Another report, in the handwriting of the witness, Mueller 
(R. 581), showed that the air as it left the coils averaged 
20.34° F. and that the average outside air temperature 
during the same period was 67.666° F. (Plff’s Ex. 33, R. 
nels) 


TEMPERATURES EMPLOYED AT MAYVILLE 


Temperature reports of the Dry Blast Plant of the 
Northwestern Iron Company in Mayville, Wisconsin (PIff’s 
Exs. 34, 35 and 36A to J, R. 1194-1204) some of which were 
made during June, July and August 1909 by Mueller, in 
charge of the dry blast plant at Mayville (R. 602-4), showed 
temperatures at the ‘‘Top of Coil’’ all below freezing (R. 
604) and ranging from 20° to 31° F. During the same 
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period the outside air temperature as shown on these re- 
ports varied from 44° to 94° F. It is therefore entirely 
clear that the chambers were below freezing. 


5. The Findings as to the Gayley Prior Uses. 


Findings 21-27* relate to the Gayley prior uses. It is 
significant that not one of these casts any doubt upon the 
fact that water defrosting took place in each of the three 
prior uses. The findings are directed principally to two 
subjects: the position of the spray pipes, and the tempera- 
ture of the coil chamber. 

Finding 21 relates only to Pittsburgh and Chicago, not 
to Mayville, and states that it is not established that the 
systems were self-draining, but that, on the contrary, the 
supply and spray pipes were horizontally disposed. It does 
not follow that if the supply and spray pipes were horizontal 
they would not drain. As explained above (supra, pp. 
20 and 22), the siphon effect caused by opening the drain 
valve in these systems would drain all the water out of the 
pipes, even though they were absolutely horizontal. The 
fact is, according to the uncontradicted testimony of five 
witnesses, that the systems, both at Pittsburgh and at Chi- 
cago, were self-draining (R. 335, 344, 378, 374, 389, 510, 580). 

Findings 22-26 relate to the temperature of the coil 
chamber not being below freezing. This is contrary to the 
fact. 

As already pointed out, the testimony as to the condi- 
tions at Pittsburgh indicates below freezing temperatures 
(R. 319, 365, 381) and the testimony and contemporaneous 
records prove this condition to have existed at Chicago (R. 
514, 523, 581, 1154-93) and Mayville (R. 602-4, 1194-1204). 

This operating condition existed during at least the first 
part of the defrosting ecyele. Actually it is probable that 
during munch of the defrosting eyele the chamber being de- 
frosted remained below freezing because the relatively warm 
air from the outside was cut off, and the great mass of coils 
covered with ice would act as a refrigeration fly-wheel and 
have a large heat-absorbing capacity (R. 617-8). 


7 ht. 17-18. 
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But whether or not the temperature of the chamber being 
defrosted rose above freezing during defrosting is in 
fact entirely immaterial. McAdam’s ‘‘problem,’’ if any, of 
introducing water into a below freezing zone for the pur- 
poses of defrosting was present in each of these three appli- 
cations of the Gayley system at least at the beginning of the 
defrosting period. If the temperature rose above freezing 
later in the defrosting period, this is no more than would 
occur in McAdam’s apparatus. 

Also it is apparent that if a water pipe is to be subjected 
to a below freezing temperature at any time when the water 
is not running, it must be drained. The evidence referred to 
above establishes clearly that the chambers reached below 
freezing temperatures when in operation. The water supply 
pipes and spray heads in the Gayley systems were thus 
subjected to below freezing temperatures at least during the 
operating periods, and therefore the ‘‘problem”’ existed. It 
was solved by draining the pipes. The evidence is clear 
that the drainage means provided, namely valves and 
gravity, were the same as McAdam used, and were entirely 
successful because the systems never froze (Pittsburgh, R. 
324, 369, 393 ; Clicago, R. 533, 585; Mayville, R. 604). There 
is no finding that such drain valves were not present. 

Plff’s Ex. 31, reproduced opposite page 20 of this brief, 
shows that the defrosting water main in the Chicago plant 
passed through the top of each of the seven separate 
chambers, six of which were being operated while the 
seventh was being defrosted. If, for example, the last 
chamber at the right of the drawing was being defrosted, 
the water would pass through the preceding six chambers 
which were at below freezing temperatures. Just as the 
water supply conduit passed into the below freezing refrig- 
erated space in MeAdam, so in this Chicago installation the 
supply conduit passed into and through the below freezing 
chambers that were in operation. And the water sprayed 
down on ice covered coils melted the ice, just as in MeAdam. 
It was no ‘‘surprise’’ to the workers in the Chicago plant 
from 1908 to 1912 that ice could be melted with water, that 
running water could be taken through a below freezing 
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zone without freezing, or that the way to prevent water 
from freezing when it was not running was to remove it 
from exposure to freezing temperatures by draining it out. 

Each chamber in the Gayley systems corresponds to the 
cabinet containing the coils in the McAdam patent. Any 
‘‘problem”’ that existed in McAdam of spraying water over 
sub-freezing coils existed in the Gayley installations; any 
‘‘nroblem’’ that existed in MeAdam of bringing water 
through a freezing zone existed in Gayley as well; and any 
‘‘problem’’ of water freezing when not in motion was pres- 
ent in the earlier installations as well. All these ‘‘problems’’ 
were solved in the three Gayley prior uses by using a suffi- 
cient volume of defrosting water and by draining the pipes 
when defrosting was complete. 

These prior uses completely anticipate McAdam’s patent. 


B. THE POLAR ICE INSTALLATION 


In the spring of 1934 Hayes Bros. Inc., of Indianapolis 
sold to the Polar Ice and Fuel Co. and installed at their 
retail ice station in Indianapolis, Ind., a blower type re- 
frigerating unit similar to that described in the McAdam 
patent which was guaranteed to maintain a 30° FI’. tempera- 
ture in the ice storage space (Plif’s Exs. 18, 14, 15 and 16, 
he 1127-83). On Mag 2, 1934 (Piit’s Ex. 17, KR. 1134) Polar 
wrote to Haves Bros., complaining that the unit was un- 
satisfactory, because it did not maintain that temperature, 
and requesting that it be removed. 

Shortly thereafter Joseph Haves and Fred C. Barton, 
president and sales engineer respectively of Haves Bros., 
inspected the installation and learned from Charles Martin, 
then operating the plant under lease from Polar, that he 
found it necessary to defrost the cooling coils by spraying 
them with a garden hose. Thereupon Hayes suggested that 
perforated pipes be installed over the coils in such a way 
that the coils could be periodically spraved with water 
and that the necessary provisions be made for draiage 
(R. 407, 1143). 

Mr. Hayes consulted Mr. Goldsmith, a patent attorney 
in Indianapolis, with regard to the patentability of the 
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apparatus and in a letter (Plff’s Ex. 25, R. 1141) to his 
Washington partner, Mr. Galt, Mr. Goldsmith described the 
apparatus as disclosed to him by Mr. Hayes. The letter 
states in part (R. 1148): 


‘¢.. . When the coils are sufficiently frosted and 
it is necessary to defrost, valve #1 [refrigerant 
supply] is closed, the fan is stopped and valve #2 
(24) [water supply] is opened. This showers the 
coils and the supply pipe, headers, supply lines and 
nozzle discharge pipes are so proportioned that there 
is no restriction in the supply of water anywhere 
in the system. In other words, the full supply is 
completely and instantaneously discharged when 
valve #2 is opened and the dram 26 is of such area 
it will carry off by gravity all the water supplied 
to the compartment 19. This water passes thru the 
trap 27 and thence wastes at 28... ”’. 


The actual installation at the Polar Ice plant, as testified 
to by Mr. Barton and Herbert Hayes, mechanical super- 
intendent of Hayes Bros., who made the installation (R. 
406, 439), consisted of three perforated pipes inserted in 
the blower unit immediately over the coils and connected 
to the city water supply by an inclined conduit. The supply 
of water to these perforated pipes was controlled bv a 
three way or stop and waste valve (Piff’s Ex. 22), having 
precisely the same function as the valve described in the 
MeAdam patent. The drip pan below the coils was pro- 
vided with a drain to a point outside the refrigerated space 
(R. 408, 440). 

The appearance and mode of operation of the Polar 
Installation will be best understood by consulting the pho- 
tographs opposite pages 30 and 32 of this brief (PIff’s 
Eeixs. 19 and 21, R. 1136, 1138*). Exhibit 19 (R. 1136) shows 
the blower coil unit suspended from the ceiling in a corner 
of the ice storage room. The faz is behind the unit where 


* These exhibits were marked with numbers and letters to indi- 
eate the various parts by the witness, Barton, and by counsel for 
Refrigeration during the taking of the depositions. 
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it cannot be seen. It should be noted that this is an enclosed 
compact blower type of refrigeration unit commonly sold 
prior to McAdam. The water supply conduit, A (R. 409), 
enters the refrigerated space at the point, R, and supplies 
water to the three spray heads, A’, A*, and A® (R. 444), 
which extend into the unit immediately over the coils. The 
drain pipe, B (R. 409), extends downward from the drip 
pan below the coils and passes through the wall at the 
point, ti. 

The compressor and condenser of the Polar refrigerat- 
ing system are shown in Plaintiff’s Exhibit 21 opposite 
page 32 of this brief (R. 1138). These parts are located 
outside the refrigerated space. The wall shown in this pie- 
ture is the other side of the wall shown in Exhibit 19 through 
which pass the drain pipe, B, and water supply conduit, A. 
The water supply conduit, A, having passed through the 
wall travels down to the pit in the foreground where it is 
connected to the citv water supply (R. 411) through a stop 
and waste valve (R. 411-12). There is also another valve, 
8, which controls the passage of water in the conduit, A. 
This is necessary so that water for cooling the compressor, 
C, and the condenser, D, may be supplied to them through 
the conduit, 2, without also supplving water at the same 
time for defrosting through the conduit, A. Water may also 
be supplied for defrosting without supplving the compressor 
and condenser with cooling water, by closing the valve, 3, in 
the line, 2, and opening the valves 1 and 8 (R. 413). 

Also shown is the drain pipe, B, in which there is a trap 
to prevent the entry of warm air into the refrigerated 
space. The drain pipe wastes on the floor ontside the 
refrigerated spaee (R. 411). 

Referring now to both Exlibits 19 and 21, the procedure 
for defrosting described in the testimony is as follows (R. 
445-6): (a) the fan and compressor are shut off as in the 
McAdam patent; (b) the valve 3 is closed and the valves 
1 and 8 are opened, which supphes water through the con- 
duit A to the spray heads A’, A’, and A®, this correspond- 
ing to opening McAdam’s valve; (c) after the frost has been 


Plaintiff’s Exhibit 19 


Pouar Instauuation 


(Inside Refrigerated Space) 
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removed, the stop and drain valve 1 is closed to shut off the 
water, which, operating precisely the same as the valve 
described in the McAdam patent, at the same time allows 
all the water in the spray heads A’, A*, and A® and the con- 
duit A, to drain out of the refrigerated space through the 
valve and into the pit through the spigot shown protruding 
from the side of the valve 1; (d) the valve 8 is closed and the 
valves 1 and 3 are opened, which supplies water to cool the 
compressor and condenser; (e) the fan and compressor are 
then started again. Of course, all water and melted frost 
which fell to the drain pan during the defrosting period im- 
mediately drained outside the refrigerated space through 
the drain pipe, B (R. 408, 440). 

In its physical characteristics and method of operation 
this refrigerating unit sold by Hayes Bros., Inc. to Polar Ice 
in 1934, long prior to MeAdam’s invention, is practically 
identical with the apparatus described and claimed in the 
McAdam patent. Findings Nos. 28 and 32 (R. 18, 19) that 
the ‘‘Polar Ice Installation’’ does not anticipate the inven- 
tion of the McAdam patent are in error. 

The facts establishing the sale of this water defrosted 
refrigerating unit were testified to by the following wit- 
nesses : 


Fred Barton (R. 402), sales engineer of Hayes Bros., 
who sold the unit to Polar and supervised its installation, 
identified numerous exhibits and (Plff’s Exs. 13-21, R. 
1127-38) described the water defrosting connections as in- 
stalled and explained their operation (R. 405-414). 


Herbert Hayes (R. 435), mechanical superintendent of 
Hayes Bros., who actually made the installation, described 
what he installed and how it operated. 


Henry Dithmer (R. 466), Secretary-Treasurer of Polar, 
identified various documents (Plff’s Exs. 13-17 and 23, 
R. 1127-34, 1139) as being from the files of the Polar Ice and 
Fuel Co. 


Oscar Nester (R. 470), purchasing agent for Polar since 
1923 (R. 471), identified the Hayes Bros. invoices establish- 
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ing the sale (Plff’s Exs. 15 and 16, R. 1182-3) and testified 
that the installation was satisfactory and that the bill wa: 
paid (R. 471, 473). 


Elmer Goldsmith (R. 477), a patent attorney, identifiec 
correspondence in 1934 describing the disclosure of a wate 
defrosting device made to him by Joseph Hayes who sng 
gested the Polar water defrosting apparatus (R. 407 
(Plff’s Exs. 24-28, R. 1140-1150). 


Earl Simons (R. 488), lessee since 1936 of the Polar Ic 
station where the installation was made, stated that the 
piping, valves, ete. shown in the photographs, Exhibit: 
18-21 (R. 1135-8) are the same as they were when he tool 
over in 1936 (R. 489). 


Charles Stage (R. 497), office manager in charge of ree 
ords at Hayes Bros. (R. 497), produced Plff’s Ex. 27 (R 
l47) and Plits bx, 29 (Rh, 1151), 


Charles Martin (R. 501), lessee of the Polar Ice statiox 
in 1934 at the time the installation was made, stated that th 
piping, valves, ete. installed in 1934 were the same as those 
shown in the photographs (Plff’s Eixs. 18-21, R. 1135-8). 


1. Operated at Below Freezing Temperatures. 


In regard to temperatures maintained by the Polar Ic 
device it will be recalled that the installation was guaranteec 
to maintain a 30° I’. temperature and that the fact that thi 
guarantee was not met when the unit was first installed wa: 
the occasion for the seller adding water defrosting t 
achieve the guaranteed temperatures. That the guarante: 
was met after water defrosting was put in, is evidenced no 
only by the fact that the job was adjudged satisfactory anc 
was paid for (R. 471-473; 1139) but also by specific test: 
made before turning over the equipment to the purchaser 
Mr. Barton, who supervised the installation, testified a: 
follows (R. 413): 


‘¢75Q. Did you ever operate this system? 
A. Yes, sir. 
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76Q. When was that? 

A. After the defrosting installation was made I 
operated this system to test and be certain same 
functioned satisfactorily and to illustrate to the plant 
operator and Mr. Lamar how same functioned. 

77Q. Did it function satisfactorily to defrost the 
unit? 

A. Yes. 

78Q. Will you state whether or not the accumn- 
lated frost (527) on the unit was removed by the 
water spray? 

A. The frost and ice was successfully removed 
from the coils with this spray. 

79Q. How long did it take to defrost the unit? 

A. Approximately ten minutes. 

80Q. What temperatures were maintained by this 
unit in the ice storage room? 

A. Approximately 30 degrees. The compressor 
was set to a cycle between 28 and 30 decrees. 

81Q. How do you know that this temperature was 
maintained? 

A. To satisfy the purchaser, I conducted a test, 
using six Bureau of Standards calibrated mercurial 
thermometers suspended in ice storage room, reading 
temperatures over a period of time. 

82Q. What did these tests show? 

A. These tests proved that the temperatures 
maintained by this installation were 30 degrees or 
less.’’ 


Herbert Hayes also testified (R. 446) that after com- 
pleting the installation he made tests of the temperature 
inside the refrigerated space and found that he ‘‘was able 
to hold a temperature in the neighborhood of 28° in there’’. 

There is nothing in the Record to contradict this testi- 
mony. Finding No. 30 (R. 18) that the Polar unit was not 
used, nor adapted for use, within a refrigerated space main- 
tained below freezing is clearly in error as there is no evi- 
dence to support it. The fact that on the cross-examination 
of Mr. Simons, present lessee of the Polar Ice Plant, it was 
brought out that the plant is not now ordinarily operated 
at below freezing temperatures is of no consequence, for 
the defense here urged is the sale in 19384 of this appara- 
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tus. The Polar Ice installation was pleaded and proved by 
York not as a prior use, but as a prior sale. That the ap- 
paratus at the time the sale was made was designed and 
adapted, and actually did operate, to maintain temperatures 
below freezing is established by uncontradicted testimony. 


2. Single Sale Enough to Anticipate a Patent 


The law is clear that a single sale of an apparatus sub- 
stantially similar to that claimed in the patent is enough 
to invalidate a patent. The Patent Statutes specify that an 
invention to be patentable may not have been in public use 
or on sale more than two (now one) years prior to the date 
of application for the patent. R.S. § 4886, 35 U.S. C. A. 31, 
mfra, pp. 77-8. The Supreme Court stated in Consolidated 
Fruit-Jar Co. v. Wright, 94 U.S. 92 (1876) at page 94: 


‘c* * * Tt follows that a single instance of sale 
or of use by the patentee may, under the cireum- 
stances, be fatal to the patent; and such is the con- 
struction of the clause as given by authoritative ad- 
judications.’’ 


It is not even necessary that an anticipating article be 
actually sold, but only that it be placed ‘‘on sale’’. This 
Court stated in Monogram Mfg. Co. v. F. & H. Mfg. Co., 
(9 Cir. 1944), 144 F. 2d 412 at page 414: 


‘“* * *TIt is sufficient to establish anticipation of 
rotatability of the housing about such a clamp’s legs 
that in 1940 the rotatable Finkle clamp was in ex- 
istence in plaintiff’s attorney’s office and was put to 
the business of demonstration for sale even though 
no orders at all were procured. Automatic Weigh- 
ing Machine Co. v. Pneumatic Scale Corporation, 
Ltd., 1 Cir., 166 F. 288, 292; Deller’s Walker on 
Patents, Vol. 1, pp. 377-381; Vol. 2, pp. 920, 930; 
Christie v. Seybold, 6 Cir., 55 F. 69, 76.’? 


Since it is not necessary that the anticipating article 
be sold but only placed on sale, it follows that the tem- 
perature at which it was actually used following the sale, 


30 


or that it was ever used, is quite immaterial. It is enough 
that the water defrosted refrigerating apparatus sold to 
Polar was capable of maintaining below freezing tempera- 
tures. That it was capable of doing so is established by 
the uncontradicted testimony of Barton and Hayes quoted 
above supra, p. 33. 


3. Polar Installation Properly Drainmed 


Refrigeration also obtained a finding No. 29 (R. 18) that 
the water supply conduit and the drain from the drip pan 
were not properly pitched for draining. This again was 
based on the testimony of Simons as to the present con- 
dition of this installation, not as to its condition at the 
time of installation, which is alone pertinent. Aside from 
the fact that Hayes, who installed the pipes, testified that 
they did drain as installed (R. 445-6) and that it seems 
inconceivable that rational men would have installed drain 
pipes which wouldn’t drain, it was explained (R. 495) that in 
the present condition of the installation the ceiling to which 
is attached the blower coil unit has sagged somewhat over 
the course of years, which would account for any lack of a 
proper pitch to the pipes which might presently exist. 


4. Not Abandoned or Discarded 


Finding No. 31 (R. 19), that the Polar installation was 
abandoned and discarded, is obviously in error since it is 
still in use. The photographs, Plff’s Exs. 18, 19, 20 and 21, 
(R. 1135-8) showing the apparatus in use were taken July 
21 and 24, 1944. 

Furthermore, whether or how it is now being used is 
entirely immaterial. As already pointed out, if the device 
had never been used, the mere fact that it had been on 
sale was sufficient to anticipate the patent. However, in 
this instance there was an actual sale of a unit which was 
designed to and did produce a 30° F. temperature with 
specified insulation (PIff’s Ex. 13, R. 1128-9). Barton, 
who estimated the amount of refrigeration necessary at the 


36 


Polar plant, declined to express an opinion (R. 431) as to 
whether that temperature could be maintained today without 
knowing more about the extent of deterioration of the insula- 
tion, which was pointed out by Simons (R. 491, 496). If there 
is today any failure to maintain below freezing tempera- 
tures, which has not been proved, it could be due only to 
this deteriorated condition of the refrigerated space. 


C. THE SWIFT & CO. INSTALLATIONS AT ELMIRA, 
N. Y. 


Swift & Company opened on July 10, 1935, a branch in 
Elmira, New York (R. 1211-2) which included a pickle room 
aud a sausage manufacturing room each of which was re- 
frigerated by a fin coil blower type refrigerating unit which 
was defrosted by spraying ordinary tap water over the coils. 
These units, equipped with water defrosting, are still being 
used and have been in continuous commercial operation 
since that date (R. 662, 681), which was more than three 
years prior to McAdam’s filing date of September 19, 1938. 

Ordinary tap water is supphed to a perforated spray 
header through an inclined conduit which is shown to the 
right of Plff’s Ex. 45 (R. 1214), which is a schematic draw- 
ing of both units. The water which is sprayed over the coils 
falls to a drip pan and thence through a drain pipe to 
the floor which is pitched to a center drain. In both units 
there is a stop-and-waste valve in the supplv conduit 
just outside the unit casing and also an ordinary gate valve 
in the supply conduit at a point outside the room. The stop- 
and-waste valve in the pickle room is shown in Piff’s Ex. 
39 (R. 1207), and in the sausage room in Plff’s Ex. 41 
(R. 1209). In each case the knurled knob shown protruding 
from the side of the valve is the waste feature which ope- 
rates to drain the supply conduit upon being opened. 

In both cases when it is necessarv to defrost, the com- 
pressor is shut down (R. 668, 684) and the water turned on 
and allowed to spray over the coils (R. 659). In the case of 
the pickle room the stop-and-waste valve immediately out- 
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side the unit and the knurled knob controlling the drain vent 
are always left open and the supply of water is controlled 
solely by the ordinary gate valve outside the room (R. 661, 
682-3). In the case of the sausage manufacturing room the 
ordinary gate valve outside the room is always left open 
and the supply of water is controlled by the stop-and-waste 
valve just outside the unit (R. 659). In the latter case the 
knurled knob on the stop-and-drain valve is opened im- 
mediately following defrosting causing all water to drain 
from the perforated spray pipe and from the supply con- 
duit on the discharge side of the valve (R. 660). 


1. Temperatures Maintained 


Neither of these rooms is continually maintained at a 
temperature below freezing, the sausage manufacturing 
room being usually maintained at a temperature of approxi- 
mately 40°F. and the pickle room at a temperature of ap- 
proximately 34-36°I". However, the temperature of these 
rooms occasionally goes below freezing, particularly over 
weekends when no one is entering or leaving the room (R. 
668). It is significant that in the pickle room, which is main- 
tained at the lower temperature, the supply of water for 
defrosting is controlled in such a way that the entire supply 
conduit and perforated spray header within the refrigerated 
pickle room are drained immediately following the defrost- 
ing period, whereas in the sausage manufacturing room, 
which is maintained at a higher temperature and therefore 
less subject to the danger of freezing temperatures, no pro- 
vision is made for draining the entire supply conduit but 
only that portion of the conduit and the perforated spray 
pipe which is inside the refrigerating unit. In both cases 
the draining is done to prevent the possibility of the defrost- 
ing water freezing in the pipes (R. 662, 685). 

Precisely the same ‘‘problem’’, if there be any, was met 
and solved here as was later met and solved by McAdam 
and in precisely the same way. Refrigeration con- 
tends that the ‘‘problem’’ was to introduce water into a 
space which was below the freezing point of water, defrost 
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the coils in that space (as it was commonly known water 
would do), and then remove the water from that below 
freezing space before enough heat had been removed from 
the water to cause it to freeze. In the case of the Swift 
installations the ‘‘problem’’ varied as between the two units. 
In the sausage manufacturing room, the higher temperature 
room, the only space which was expected to be below freez- 
ing was within the refrigerating unit and therefore provi- 
sion was made to drain only those pipes which were within 
that space. In the case of the pickle room, the lower tem- 
perature room, the entire refrigerated space as well as the 
space inside the refrigerating unit was expected to go below 
freezing over the week end. Therefore provision was made 
to drain all portions of the pipes which were inside that 
refrigerated space. In both instanees the ‘‘problem’’ was 
precisely the same as was faeed by MeAdam. In both in- 
stanees it was solved in precisely the same way by the use 
of a stop and waste valve to drain all portions of the conduit 
and spray head which extended within whatever might be 
the below freezing zone. 

The witnesses who testified in connection with this prior 
use were: 


Louis V. Snith, now superintendent of the Swift plant 
in Klmira and associated with the company at that 
plant since 1933 (R. 655), deseribed the structure and opera- 
tion of the water defrosting units and identified the photo- 
graphs and drawing of the units (PIff’s Exs. 38-42 and 45, 
R. 1206-10, 1214) and the announcement of the opening of 
the Switt plant in.Jul¥, 1935 (Piff’s Hixs. 4aA-B, Ry, 1211-2), 


W. C. Fuller has personally defrosted the two refrig- 
erating units at the Swift plant ever since they were 
installed in 1985 (R. 681). He described the operation and 
identified the photographs of the units (Plff’s Ex’s 38-42, 
R. 1206-10). 

Ralph Van Patten was the local plumber who installed the 


water defrosting connections in 1935 (R. 691-2). He had 
inspected the installation within a few days of testifying 
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and reported that there had been no changes made since 
they were installed (R. 693). 


G. A. Personius, a local photographer, identified the 
photographs (PIff’s xs. 38-42, R. 1206-10) as being those 
which he had taken at the Swift plant on February 16, 1945 
(R. 656-7). 


Refrigeration obtained a Finding (No. 36, R. 19) that 
there is a third room at the Swift plant which was main- 
tained at a temperature below freezing and in which an 
automatie water defrosting apparatus is not used. The 
refrigerating coils, however, in this third room were bare 
pipe coils which were arranged about the walls of the room. 
That type of installation requires only infrequent defrost- 
ing, usually not more than twice a year (R. 996). Since the 
coils are spread around the room, it is impractical to make 
use of a permanent type of spray head and the usual and 
easier practice of spraying them with a hose is followed. 

Although the present condition of the water supply con- 
duits is immaterial, Refrigeration also obtained a Finding 
(No. 35, R. 19) that the water supply conduits are now not 
inclined so that they will drain. However, their present 
inclination is explained by the fact that the hangers holding 
these pipes up have broken, allowing the pipes to sag (RK. 
686-7, 690). Moreover, the measurements upon which Find- 
ing No. 35 is based do not correetly show the inclination of 
the pipes. They were arrived at by taking the distance 
from the floor to each end of the pipe. Since the floor in 
each of these rooms is pitched to drain toward the center 
of the room (R. 694) a difference in the measurements would 
reflect only the inclination of the floor, but not of the pipe. 


D. THE TRULLINGER AND EUSTICE INSTALLATION 
AT YAMHILL, OREGON. 


On September 26, 1936, W. C. Hulse, a salesman for 
Electrical Products Consolidated, submitted to Fred L. 
Trullinger, of Trullinger and Eustice, at Yamhill, Oregon, 
a proposal for the installation of refrigerating machinery 
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in his firm’s locker plant at Yamhill. The plant consisted 
of a locker room which was to be maintained at an average 
temperature of 10° F. and a chill room adjacent thereto 
which was to be maintained at 35° F. The proposal pro- 
vided that the refrigerating unit used to cool the locker 
room would be defrosted by ‘‘hot’’ gas defrosting (Plff’s 
Ix. Y-1, R. 1215-18). This proposal was accepted by Mr. 
Trullinger and a contract incorporating the terms of the 
above proposal was entered into on September 28, 1936 
CPitis ix, Yes. 1220-25), 

The installation of the refrigerating machinery was 
made early in November 1936 by Anton Broms, under the 
direction of Hulse and Postlewaite, the latter being in 
charge of the Portland office of Electrical Products Consoli- 
dated. These three men testified as to the installation and 
its operation as did also Trullinger and Eustice, the pur- 
chasers and users of the machinery. The installation was 
commercially operated from November, 1936 (R. 924) until 
December, 1938 or January, 1939 (R. 888). 

The construction of this installation can be seen in thie 
drawing reproduced opposite page 40 of this brief (PIff’s 
Ex. Y-28, R. 1241; for photographs of portions of the equip- 
nent today see Plff’s Mixs. Y-14 to Y-18, R. 1231-5). The 
figure in the upper left-hand corner shows in plan view the 
locker room and the adjacent chill room, the only entrance to 
the locker room being through the chill room. <A Carrier 
cold diffuser was mounted on the ceiling of the chill room to 
maintain the required 35° F. temperature in that room. <A 
larger capacity Carrier refrigeration unit was installed on 
the floor of the chill room adjacent to the locker room wall, 
with air inlet and outlet openings throngh that wall to 
maintain the guaranteed temperature of 10° F. in the locker 
room. 

As called for in the original proposal an attempt was 
made to use hot gas defrosting on the large capacity Car- 
rier refrigeration unit. This type of refrigerating unit 
has only one compressor, one condenser and one evaporator 
coil. Ilot gas defrosting is more feasible when there is 
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more than one evaporator coil to provide a stand-by supply 
of hot gas (R. 1024) and therefore, after two or three days, 
the attempt proved unsuccessful to defrost this type of unit 
with gas (R. 708). Broms, the installation man, then de- 
cided to use water to defrost the coils and, with the acquies- 
cence of Postlewaite (R. 876), drilled a hole in one end 
of the refrigerating unit and inserted a perforated pipe 
over the coils (R. 709-10), as shown in Section A-A of the 
drawing opposite page 40 (PIff’s Ex. Y-28, R. 1241). This 
perforated pipe was then connected by means of a rubber 
hose to the city water supply in the basement. <A stop-and- 
drain valve was installed in the city water line in the base- 
ment (R. 711) which controlled the supply of water through 
the perforated pipe. When this valve was shut off and the 
drain feature opened, all the water in the rubber hose and 
in the spray pipe drained out of the refrigerated space 
(R. 714, 771, 780). Broms also connected a short piece of 
pipe to the spray pipe so that the latter could be oscillated 
while the water was running, thus spraying the entire sur- 
face of the coil (R. 710, 770, 876). 

The operation of this system of water defrosting was 
as follows (R. 712-19; 815-16; 877-8; 934-5): the fan and 
the compressor were shut off; the valve in the water supply 
line was opened and the water allowed to spray over the 
cous, during which time the spray pipe was rocked back 
and forth by the operator; the top of the coil could be 
observed through a hole in the side of the unit and the 
bottom of the coil could be seen by looking through the 
return air opening from the locker room as shown in the 
drawing (Plff's Ex. Y-28); when it had been observed that 
all of the frost had been removed, which took approximately 
®) to 16 minutes (R. 715, 935), the supply of water was shut 
off by closing the valve in the basement, at the same time 
the dram valve was opened, which allowed all the water on 
the discharge side of the valve to drain back through the 
valve; the fan and compressor were then turned on again. 

This method of defrosting proved satisfactory, the 
required 10° IF’. temperature in the locker room being 
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achieved (R. 783, 839, 880, 939), and the locker plant was 
put into commercial use on November 11, 1936, at which 
time a turkey was tagged and plaeed in the locker room 
(R. 837). This turkey, which is shown in the photograph 
(Plff’s Ex. Y-18, R. 1235), is still preserved, indicating that 
a temperature well below freezing has been maintained in 
the locker room since that time (R. 8388). 

As originally installed the large eapacity Carrier 
refrigeration unit was openly exposed in the chill room 
(R. 707). Due to the excessively low temperatures main- 
tained within the unit, heat was absorbed from the air of 
the chill room causing the temperature of the warmer ehill 
room to go below the guaranteed 35° F. (R. 735, 781). To 
correct this condition an insulated wall, shown in the draw- 
ing (Plff’s Ex. Y-28, R. 1241), was built in the elill room 
around this larger refrigeration unit (R. 781, 925), with 
removable panels in the wall making it possible to gain 
access to the unit for purposes of repair (R. 958). Also a 
handle was attached to the spray pipe and extended through 
a hole in the insulated wall (R. 782, 938) so that the spray 
pipe could stil be oscillated from the chill reom during the 
defrosting period. 

The apparatus which was used at Yamhill meets in 
every particular the claims of the McAdam patent and there 
is no basis for the statement in Finding No. 37 that it is 
not established that those taking part in the installation 
had knowledge of the McAdam invention, This Finding 
states that ‘‘it is not established that said installation was 
either made, used or sold.’’? As in the case of other Find- 
ings, there is nothing in the record to support this. The 
uncontroverted evidence is that the Yamhill water defrost- 
ing imstallation was made and sold by Electrical Products 
Consolidated to Trullinger and Eustice who then used it 
commercially for over two years. Refrigeration’s own wit- 
ness, Dahl, who was manager and chief engineer of Elec- 
trical Produets, the concern that sold the unit, testified that 
in the early part of 1937 he saw this installation in use, 
equipped with water defrosting (R. 1086). 
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1. Operated at Below Freezing Temperatures 


The testimony clearly establishes that the Yamhill unit 
produced below freezing temperatures and was in a space 
at below freezing temperature when it was defrosted. 
There can be no question but that the temperature of the 
locker room was well below freezing, the guaranteed tem- 
perature of 10° F. being maintained at all times (R. 783, 839, 
880, 939). Refrigeration, however, contends and Findings 
40 and 41 prepared by it state that the refrigerating coils 
were placed outside the refrigerated space and that the tem- 
perature of the space within which the coils operated was 
not maintained below freezing. 

There is no limitation in claim 13 that the refrigerating 
unit must be placed within the refrigerated space. The claim 
does not read ‘‘In a refrigerated space’’ but rather ‘‘Tn 
combination with a refrigerated space’’ (R. 1432). Clearly 
the refrigerating unit at Yamhill was and is ‘‘In combina- 
tion with a refrigerated space.”’ 

However, the unit at Yamhill was not only ‘‘In com- 
bination with a refrigerated space’? but was actually 
within a refrigerated space, and this space was at all times 
below freezing. It must be remembered that the heat 
absorbing capacity of the sheet metal casing of this refrig- 
erating unit was so great that when openly exposed in the 
chill room as it was first installed, it brought the tempera- 
ture of this room down below freezing (R. 735, 781, 929). 
When the unit was enclosed by an insulated wall in a small 
compartment this same heat absorbing capacity was concen- 
trated on a much smaller volume of air. It follows that 
the temperature of the air within this space would be re- 
duced even further below freezing. The witness, Hulse, 
in answer to questions by the Court, testified (R. 936-7) : 


‘The Court: Then do you know the temperature 
of the room inside the insulated unit? 

‘“‘The Witness: You mean the locker room or the 
little room? 
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‘‘The Court: The little room where the freezer 
was. 

‘‘The Witness: That temperature was always at 
the locker room temperature or below. 

‘¢The Court: Was it there when von were de- 
frosting? 

‘‘Mhe Witness: It would still be always at that 
range. 

‘The Court: It would be at that or below? 

‘‘The Witness: That is right.’’ 


Since the refrigerating unit was in the ‘‘little room’’ 
and one wall of this ‘‘little room’’ had on the other side the 
locker room, which was maintained at 10° F., and the other 
‘‘little room’’ walls were exposed to the chill room tem- 
perature of only 35° F., the rise in temperature in the ‘‘little 
room’’ due to the passage of heat through the walls must 
have been negligible. The only other source of heat was 
the water spraying inside the unit during the short period 
of defrosting, and this could have had little effect upon 
raising the temperature in the little room. Therefore it is 
not surprising that the testimony established that water 
which splashed or leaked from the refrigerating unit during 
the defrosting period froze on the sides of the unit and on 
the floor of this insulated compartment and that this ice 
remained there continually, both during operating and de- 
frosting periods (R. 880, 965-6). 

The McAdam patent teaches that water should be 
sprayed over the coils from a spray header until the frost 
has been removed and provision should be made to drain 
the water away. This is precisely what was previonsly 
done at Yamhill. Assuming coils of the same size, an equal 
amount of frost, and water at the same temperature, the 
rise in the temperature inside the units during defrosting 
must be the same. Every advantage which can be asserted 
for McAdam’s apparatus can be made equally well for the 
Yamhill apparatus, because they are substantially identical 
in structure and operation. 

Refrigeration obtained a Finding (No. 44) that the re- 
frigerating unit was isolated from the locker room during 
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the defrosting period by placing the unit outside of the 
locker room and by closing doors over the air intake and 
outlet openings from the unit to the locker room. From this 
Refrigeration draws the inference that those concerned 
with the Yamhill installation did not conceive that water 
defrosting could be used at below freezing temperatures. 
However the testimony clearly shows that the refrigerating 
unit was placed outside the locker room in order to provide 
more locker space inside the locker room (R. 896), and that 
temperature of the air within the insulated wall was just 
as cold or colder than within the locker room (R. 880, 936-7, 
965-6). 


2. Not an Abandoned Experiment 


Jt was established that the refrigerating unit equipped 
with water defrosting was in continual commercial use at 
Yamhill for over two years, or from November, 1936, to 
December 1938 or Jannary 1939. There is absolutely no 
evidence to the contrary. The date of first use is estab- 
lished by the testimony of the men who installed the 
unit (R. 870, 924) and also by the testimony of Eustice, one 
of the owners of the locker plant, who told of the turkey 
which was dated and placed in the locker room on No- 
vember 11, 1936, when the plant was opened to customers 
(R. 837). Eustice’s ledger book (PIff’s Ex. Y-20, R. 1237) 
also shows entries of payments by customers for locker 
space during the latter part of 1986. He stated that it was 
customary to pay for a locker at the time it was put in use 
(R. 843), and that the water defrosting apparatus was in 
use at the time of these entries (R. 844). 

The water defrosting apparatus was removed and a 
warm air system of defrosting installed in the winter of 
1938-39 by Western Engineering Co. (R. 888). The change- 
over could not have occurred earlier since that concern 
was not in existence until December 1938 (R. 870). Thus 
the dates of first use and of the change-over to warm air 
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are clearly established and Finding No. 46 (R. 21) that the 
dates were not established is in error. 

There was a public, commercial use of this water 
defrosting apparatus for over two years in the regu- 
lar course of the business of Trullinger & Eustice. 
Finding 38 (R. 20) that this installation was ‘“an abandoned 
experiment’’ has no evidence to support it. There is no 
question but that the use at Yamlill was open and publie. 
Hulse testified that oceasionally he took customers of his 
out to show them the water defrosting apparatus and how 
it operated (R. 937). Such a public use for profit is not an 
experimental use. This Court stated in Paraffine Com- 
panies v. McEverlast, Inc., (9 Cir., 1986) 84 F. 2d 335 at 
page 340: 

‘‘Tf the purpose of the prior use is chiefly experi- 
mental, such use will not defeat the subsequent 
patent, even though the use is long continued and 
viewed by the public. But, if the device is used in 
the regular course of production or commerce, and 
is not concealed from the public, it will invalidate 
the subsequent patent. Smith & Griggs Mfg. Co. v. 
Spragme, 123 U8. 249, 8 Ss Ct, 122, 31 1. Wd, io 
Root v. Third Ave. R. Co. 146 U.S. 210, 13 8. Ct. 100, 
36 L. Ed. 946.’’ 


Finding No. 39 (R. 20) is misleading in stating that 
‘‘several different methods of defrosting were attempted 
unsuccessfully and later abandoned.’’ The testimony is 
that ‘‘hot gas’’ was used for a very short. time, only two or 
three days (R. 708), and that the installation was com- 
pleted on November 11, 1936 equipped with water defrost- 
ing (R. 848, 926). Water was thereafter used for defrosting 
the unit in regular commercial operation for over two years, 
when the changeover was made to warm air defrosting 
which is still being used. 

Finding No. 39 also states that the warm air system of 
defrosting now being used ‘‘results in a rise in temperature 
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of the refrigerated space’’. There is absolutely no testi- 
mony or evidence of any kind to support this finding. More- 
over, Mr. Chamberlain, assistant chief engincer of York, 
testified (R. 1009) that the use of warm air to defrost would 
not result in a rise in temperature in the refrigerated space. 
Jarvis, Refrigeration’s general manager, admitted that with 
warm air defrosting the air eireulates within the unit and 
does not go into the refrigerated space (R. 86). 

Finding No. 42 states that ‘‘the attempt to use water 
for the purpose of defrosting was unsatisfactory”’ in spite 
of the fact that every witness who was directly connected 
with the installation, and particularly Trullinger and 
EKustice, who were the individuals most directly concerned, 
testified that the water defrosting was satisfactory. 


Mr. Trullinger stated (R. 784) quite flatly that the water 
defrost system operated satisfactorily and explained what 
he meant by satisfactory: 


‘‘Mr. White: Q. 241. Did the water defrost syvs- 
tem as you personally operated it satisfactorily to 
you defrost the coil? 


& * * * # * * 


A. It was satisfactory. 

Mr. White: Q. 242. Did it defrost the coil? 

ee be cid: 

Q. 243. Did you observe the coil afterwards? 

A Yes 1did. 

Q. 244. Compare the appearance of the coil be- 
fore and after you operated it. 

A. Before it was all closed up with ice and frost, 
and afterwards it was clean of frost and ice. 

Q. 245. What happened to whatever was removed 
from the coil? 

A. Oh, it melted off and went down through the 
drain pipe.’’ 


Mr. Eustice stated that the water defrosting was satis- 
factory (R. 852): 
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‘(Q. 167. Was the system then satisfactory from 
the standpoint of maintaining the desired locker 
room temperature? 


* * * ¥ * * * 


A. Yes, it was satisfactory as far as defrosting 
was concerned.’’ 


Refrigeration’s witness, Dahl, was the only witness who 
testified to the contrary but he admitted on cross-examina- 
tion that he had never seen the installation defrosted 
(R. 1086-7) and that his information came from oral re- 
ports (R. 1087). His statement was rank hearsay. It was 
also brought out in the testimony of Mr. H. Calvin White, 
of counsel for York, that in April, 1945, Mr. Dahl had stated 
to him that the Yamhill water defrosting apparatus had 
operated satisfactorily (R. 1106) which directly impeached 
Dahl’s testimony (R. 1089). 


Finding No. 43 stated that it was established that the 
refrigeration machinery ‘‘was not paid for by the owners 
thereof, Eustice and Trullinger, during the attempt to 
utilize water for the purpose of defrosting’’. There is no evi- 
dence in the record to support this, and the only evidence is 
to the contrary. Refrigeration’s counsel attempted on more 
than one oceasion to gain an admission from both Trullinger 
and Eustice that the installation at Yamhill had not been 
fully paid for until after the changeover to warm air de- 
frosting and that the reason for withholding payment had 
been that the water defrosting had not operated satisfac- 
torily. Both Trullinger and Eustice, however, insisted 
that the unit was satisfactory (R. 784, 852), that it had been 
paid for (R. 802, 848), and Fmstice definitely stated that 
the refrigerating system had been fully paid for prior to 
the changeover to warm air defrosting. At page 848 of 
the Record, Eustice stated: 


‘<By Mr. Lyon: 


Q. 144. It is also true, Mr. Eustice, that vou told 
me yesterday that you never paid for this system 
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because it was unsatisfactory; isn’t that correct? 
You told me and Mr. Hy Jarvis down here that? 

A. I said we didn’t pay for the system until we 
thought it was in workable order. 


_ Q. 145. That is, you didn’t pay for it until after 
it was changed over to the hot air system? 
A. No. No, I didn’t say that. 


Q. 146. Isn’t that true? 
A. No, it was paid before.’’ 


Even Refrigeration’s own witness, Dahl, when asked by 
the Court whether his company got paid in full for the job, 
stated (R. 1085) ‘‘I cannot say definitely, but I would pre- 
sume that possibly they did’’. 


Various reasons were given for replacing the water 
defrosting with warm air defrosting. Trullinger stated 
that the warm air was less trouble to operate (R. 795). 
Kustice objected to the film of water left on the coil after 
defrosting with water (R. 851). These are objections 
which apply to the use of any water defrosting apparatus. 
Postlewaite stated that the water pressure at the locker 
plant was not at all times sufficient to effectuate a complete 
job of defrosting (R. 881). This was obviously a local 
condition which made any water defrosting unwise. At 
all events replacement of the water defrosting apparatus 
does not affect its validity as an anticipation. <As stated 
in International Carbonic Eng. Co. v. Natural Carb. Prod. 
(D. C. 8. D. Cal., 1944) 57 F. Supp. 248; affirmed 158 I, 2d 
285, at page 265: 


‘¢ the discontinuance of the use of a machine 
does not mean that that machine did not exist as 
testified, nor that that machine did not perform its 
functions successfully so as to prove a prior use 
under the patent statutes.’’ 


The Yamhill installation was a complete anticipation of 
the McAdam patent. 
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E. THE PRIOR ART PATENTS 


None of the prior art patents, hereafter referred to, was 
cited by the Patent Office during the prosecution of the 
McAdam application. Four relate directly to water defrost- 
ing; the other two cover various forms of stop and waste 
valves similar to that used by McAdam to drain his water 
supply conduit. 


Water defrosting patents: 
Brassert, U. S. No. 958,471 (R. 1257) ; 
Gayley, U. S. No. 1,002,576 (R. 1261). 


Of the four patents which are concerned with water 
defrosting, two cover improvements on ‘‘the well known 
Gayley dry blast system’’ (R. 1259, column 1, lines 138-14), 
which system we have considered in connection with the 
prior uses at Pittsburgh, Chicago and Mayville. 

The patent to brassert granted May 17, 1910, shows the 
defrosting water sprays 5 above the coils. The patent states 
Ch 1259) colhd, limes 52-55): 


‘Preferably, warm water from the ammonia con- 
densers is supplied, though any supply of water at a 
temperature above freezing can be used.’’ 


Since the patent is directed particularly to means for 
utilizing the defrosting water to cool the condensing coils, 
it does not disclose the details of the water defrosting ap- 
paratus, this being considered common knowledge. 


The Gayley patent granted on September 5, 1911, dis- 
closed the use of baffles on the sides of the cooling compart- 
ment so that the air and water which passed through these 
compartments would be kept in close contact with the cool- 
ing coils. 


Figure 6 of the patent (R. 1264) shows spray headers 
positioned over the coils and the specifications and claims 
refer to the use of water to defrost (R. 1265, lines 26, 36, 48, 
74, 84; 1266, claim 4). This patent, being directed to a par- 
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ticular improvement, does not disclose the details of water 
defrosting and leaves the matter of drainage to the skill 
of the engineer installing the system. 


Jensen and Roser, Fr. No. 800,640 (R. 1279). 


The Jensen and Roser patent, which was published on 
July 15, 1936, covers a refrigerating system in which the 
cooling element consists of a cylindrical container through 
which extend lengthwise a plurality of hollow tubular air 
passages. The diagrammatic drawings (R. 1286) show that 
the air enters at the top of a surrounding eylinder 15, passes 
down between the inside of eylinder 15 and the outside of 
cooling container 2, and thence up through the tubes. The 
air is drawn through these tubes by a fan 9 which is not set 
in operation until the temperature of the air which is being 
cooled goes down to —2°C. (R. 1282). This indicates that the 
operating temperature is therefore something below that 
figure and of course below freezing. 

Defrosting is accomplished by eansing either a ‘‘stream 
of air or water’’ (R. 1282) to flow over the cooling container 
2 from a perforated spray pipe 16 placed over the container. 
The melted frost and water are collected in a drip pan 14 
and conducted outside the refrigerated space by the drain 
pipe 18. A control is provided whereby the fan is stopped 
during the defrosting period. 

The Jensen refrigerating unit is placed within the space 
it is intended to refrigerate. The patent refers to the fan 
blowing the cooled air ‘‘against the eeiling of the cooling 
chamber’’ and that the ‘‘ blower keeps the air of the chamber 
in continuous ecireulation, which is of advantage in the 
preservation of foodstuffs’’ (R. 1282). Since the thermo- 
stat is set to operate the refrigerating unit when the tem- 
perature gets up to —2° C., which is between 28° and 29° I, 
the refrigerated space is continually kept below freezing. 
This patent shows all of the parts called for in MeAdam’s 
elaim 13 except a valve, such as the common three-way valve. 
It is obvious some such valve would have to be used, and 
this was left to the man skilled im the art. 
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Wenzel, U. S. No. 2,097,851 (R. 1271). 


The Wenzl patent, granted November 2, 1937, discloses 
a device designed to cool the air in a given space fo a 
temperature below 0° (R. 1275, col. 1, line 24). The aim of 
the invention is to minimize frosting and reduce air resist- 
ance. Therefore the cooling coils are flat cells through 
which the refrigerant travels in a zig-zag path. The air is 
drawn up over the coils at a high velocity and discharged 
into the refrigerated space by a fan positioned above the 
coils. 

Referring to Figures 1 and 2 of the patent drawings 
(R. 1276, col. 2, lines 12-15) : 


‘CA spray pipe 15, with perforations 16, is placed 
across the lower portion of the fan chamber 33 for 
defrosting the elements 1 by water issuing from the 
perforations 16.’’ 


This patent, like the preceding one to Jensen, is another 
instance of a use of water to defrost cooling coils at below 
freezing temperatures. 


Three-way or Stop and Waste Valve Patents: 


Newman, U.S. No. 389,098 (BR. 1243) ; 
HHeigaife U.S. No, 389,602 OR. 1291), 


Since it is admitted that ‘‘three-way’’ or ‘‘stop and 
waste’’ valves are old (R. 259) there is no necessity of dis- 
cussing the above patents which show various forms of such 
valves, which were used ‘‘to provide means for controlling 
the water supplv’’ and ‘‘to drain said supply pipe of water 
to prevent freezing in cold weather’’ (Heltzle, R. 1298, II. 
13,17). McAdam used the same type of valve for the same 
purpose. 

Refrigeration introduced no testimony in reeard to the 
prior art patents discussed above. Its patent expert did not 
allude to or attempt to distinguish them in any way. Since 
there is no conflicting evidence on the question of whether 
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these prior art patents invalidate McAdam’s patent, this 
Court is in just as good a position as was the District Court 
to decide this question. 


F. THE PRIOR ART DEVICES ANTICIPATE THE 
McADAM PATENT REGARDLESS OF THE TEMPERATURE 
AT WHICH THEY WERE USED 


All of the prior art water defrosting devices which we 
have examined, except the two units at Elmira, were 
designed to be used and were used at below freezing tem- 
peratures, and the pickle unit at Elmira was occasionally 
so used. York urges, however, that the question of tem- 
perature is immaterial and that each of these prior devices 
is a complete anticipation of the McAdam patent whether 
or not it was ever used below freezing. 

The prior use devices had precisely the same structural 
elements as claimed in the McAdam patent. In each there 
was an inclined conduit which supplied water to a spray 
head positioned over the cooling coils, which conduit was 
equipped with a valve or valves to admit water and to allow 
the water to be drained by gravity as soon as the supply of 
water was shut off. In each case there was a drip pan or its 
equivalent which was drained by gravity to a point outside 
the refrigerated space. And each had a fan and coils. 

The structure of the prior units made them entirely 
capable of being used in a refrigerated space continually 
below freezing, as indeed they were. McAdam made no 
structural changes which would cause his device to be any 
more capable of being used below freezing than those which 
existed prior to his alleged invention. 

Assuming, contrary to the fact, that none of these prior 
devices was ever so used, the most that can be said for Me- 
Adam is that he was the first to use such a device in a refrig- 
erated space continually below freezmg. But a new use of 
an old apparatus is not patentable. As this Court stated in 
Kruger v. Whitehead (9 Cir., 1946) 153 I. 2d 288, 239, the 
use of a prior art device ‘‘for a new purpose does not amount 
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to invention’’, To the same effect is Pevely Dairy Co. v. 
Borden Printing Co., (9 Cir., 1941) 123 PF. 2d 17, 19. 


In Mathews Conveyer Company v. Palmer-Bee Company, 
(6 Cir, 1943) 135 F. 2d 73, the Court said at page 39: 


‘‘An old mechanism fully capable of a use not 
then observed, anticipates a later patent for the ap- 
plication of that means to the new use. * * * Dis- 
covery of new uses for, or newly observed functions 
of a device, well known in the mechanical or structural 
arts, is not patentable invention.”’ 


Perhaps the most recent statement of this rule of law is 
to be found in Old Town Ribbon & Carbon Co. v. Columbia 
vc, CaM g. Co., (2 Cir., 1947) 159 F. 2d 379 at pace aa2: 


‘¢. . . Nevertheless, since 1793, unless a patent dis- 
closed a ‘new and useful art’, a new ‘machine’, a new 
‘manufacture’, or a new ‘composition of matter’, it 
has not been a valid patent. If it be merely for a 
new employment of some ‘machine, manufacture or 
composition of matter’ already known, it makes not 
the shghest difference how beneficial to the publie 
the new funetion may be, how long a search it may 
end, how many may have shared that search, or how 
high a reach of imaginative ingenuity the solution 
may have demanded. All the mental factors which 
determine invention may have been present to the 
highest degree, but it will not be patentable beeause 
it will not be within the terms of the statute. This is 
the doctrine that a ‘new use’ can never be patentable. 
In this cireuit we have many times applied it, and it 
has been recognized elsewhere.’’ 


McAdam/’s patent is for an apparatus. In order to be 
patentable an apparatus must be new in the sense that it 
must embody some physical improvement over that which 
existed before, and this improvement must evidence more 
ingenuity in its conception than that possessed bv the 
ordinary skilled mechanic. This necessity for novelty in the 
mechanical means is expressed in Grand Rapids Show Case 
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Co. v. Weber Show Case & Fiature Co., ct al., (9 Cir., 1930) 
38 F. 2d 730. This Court said at page 731: 


cé 


. It is not the result, effect, or purpose to be 
accomplished which constitutes an invention, but the 
mechanical means or instrumentalities by which the 
object sought is to be attained. Patents cover the 
means employed to effect results’. Kohler v. Cline 
icc me Mig. Go. (). CU.) 25 F. (2d) 405, 406.” 


In the attempt to avoid the prior uses proved in 
this case, Refrigeration has been driven to the following 
untenable position with respect to invention: the MeAdam 
patent covers an apparatus when the temperature of the 
refrigerated space is one degree below freezing, but it does 
not cover the same identical apparatus when the tem- 
perature rises to one degree above freezing. But surely a 
specific apparatus cannot be an infringement of an ap- 
paratus claim when the space is below freezing and a 
moment later the very same structure suddenly cease to be 
an infringement when the temperature rises above freezing. 
Refrigeration’s dilemma arises from its attempt to import 
into its apparatus claims a use or method limitation, think- 
ing that by so doing it can avoid these prior uses. However, 
the claims are for an apparatus, as their patent expert 
Doble admitted (R. 260) and not for a method of use. The 
distinetion between process and apparatus claims is clear, 
as explained in Nestle-Le Mur Co. v. Kugene, Limited (6 
Cir., 19382) 55 F. 2d 854. The Court said at page 897: 


sc | The subjects covered by patents for a 
process and for a machine, although frequently re- 
lated and in a sense often founded upon the same 
mental concept, are nevertheless in substance inde- 
pendent and radically different. As clearly stated in 
the authorities here cited, ‘a machine is a thing’, while 
‘a process is an act, or a mode of acting’; ‘a new 
process is usually the result of a discovery; a ma- 
chine, of invention’. In Cochrane v. Deener, od U.S. 
780, 788, 24 L. Ed. 139, it was distinctly pointed out 
that a process may be altogether new, and produce 
an entirely new result, while the machinery ‘suit- 
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able to perform the process may or may not be new 
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or patentable. ’ 


Even assuming that MeAdam was the first to think of 
the method of using water to defrost cooling coils in a 
below freezing atmosphere, the means which he adopted to 
effectuate his purpose were old. The machinery is old and 
therefore the patent granted to cover this machinery is 
invahd. 


Il. McAdam Patent Is Invalid For Lack of Invention 


In order to be patentable the subject-matter of a patent 
must be not only ‘‘new’’ but it must also amount to an 
‘nvention.’’ Thompson v. Boisselier, 114 U. 8. 1, 11. 

The advance or improvemeut over the prior art must 
involve more skill and ingenuity than would be possessed 
by the ordinary mechanic skilled in the trade. 

In R. G. Le Tourneau v. Gar Wood Industries, (9 Cir., 
1945) 151 F. 2d 432, this Court stated at pages 434-5: 


‘As the Supreme Court explained in Cuno En- 
gineering Corporation v. Automatic Devices Cor- 
porqtion, 1941, 314 U. S. S4, 90, 62 8. Ct. 37, 40, 86 
LL, Ed. 58: ‘We mav concede that the functions per- 
formed by Mead’s combination were new and useful. 
But that does not necessarily make the device 
patentable. Under the statute, 35 U. 8. C. §31, 35 
U.S.C. A. § 31, R.S. § 4886, the device must not only 
be ‘‘new and useful’’, it must also be an ‘‘invention”’ 
or ‘‘discovery’’. * * * Since Hotchkiss v. Greenwood, 
11 How, 248, 267, 13 L. Hd. 683, decided in 1851, it 
has been recognized that if an improvement is to 
obtain the privileged position of a patent more in- 
genuity must be involved than the work of a 
mechanic skilled in the art.’ The Court stated 
further, 314 U.S. at page 91, 62 S. Ct. at page 41, 86 
L. Kid. 58, ‘A new application of an old device may 
not be patented if the ‘‘result claimed as new is the 
same in character as the original result?’ * * * even 
though the new result had not before been con- 
templated.’ ”’ 


a” 


The application of this rule has tended to become in- 
creasingly strict with the passage of time. This tendency 
has been noticed and commented upon in Picard v. United 
pea Corporation (2 Cir., 1942), 128 F. 2d 632 at page 

G: 


‘‘We cannot, moreover, ignore the fact that the 
Supreme Court, whose word is final, has for a decade 
or more shown an increasing disposition to raise the 
standard of originality necessary for a patent. In 
this we recognize ‘a pronounced new doctrinal trend’ 
which it is our ‘duty, cautiously to be sure, to follow 
not to resist’. Perkins v. Endicott Johnson Corp. 
2 Cir., 128 F. 2d 208.” 


It is apparent that McAdam’s device does not meas- 
ure up to these exacting standards. Simce McAdam’s 
patent is for an apparatus, his advance must be found in 
some mechanical improvement made in the physical ap- 
paratus itself. But, as we have already seen, McAdam’s 
physical device does not vary at all from those which 
existed in the prior art. Since there is nothing new in the 
apparatus, there can be a fortiori no invention. 

Even assuming, contrary to the evidence, that the idea 
of using water to defrost at below freezing temperatures 
was new, there was no invention. Certainly there was no 
invention in providing a pipe to earry the water into the 
refrigerated space, a spray head to spray water over the 
coils, and a drained drip pan below the coils to cateh and 
carry away the water. The ‘‘problem”’ then, if any, was to 
devise means for draining the supply pipe and spray head 
immediately following the defrosting period. To do this, 
McAdam made use of the most obvious means available, 
an ordinary drain valve. It was and is standard plumbing 
procedure in every instance where a water pipe is exposed 
to below freezing temperatures, to provide a stop and drain 
valve which operates in such a way that the instant the 
valve is shut off, and the water is no longer moving m 
the pipe, this valve will allow all the water on the dis- 
charge side of the valve and in the f reezing zone to drain 
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able to perform the process may or may not be new 
or patentable.’ ”’ 


Even assuming that MeAdam was the first to think of 
the method of using water to defrost cooling coils in a 
below freezing atmosphere, the means which he adopted to 
effectuate his purpose were old. The machinery is old and 
therefore the patent granted to cover this machinery is 
tavahid. 


Ill. McAdam Patent Is Invalid For Lack of Invention 


In order to be patentable the subject-matter of a patent 
must be not only ‘‘new’’ but it must also amount to an 
‘‘mvention.’’ Thot#pson v. Botsselidr, 114 U.S. 1, 11. 

The advance or improvement over the prior art must 
involve more skill and ingenuity than would be possessed 
by the ordinary mechanic skilled in the trade. 

In R. G. Le Tourneau v. Gar Wood Industries, (9 Cir., 
1945) 151 F. 2d 432, this Court stated at pages 434-5: 


‘‘As the Supreme Court explained in Cuno En- 
gineering Corporation v. Automatic Devices Cor- 
poration, 1941, 314 U.S. 84, 90, 62 S. Ct. 37, 40, 86 
L. Ed. 58: ‘We may concede that the functions per- 
formed by Mead’s combination were new and useful. 
But that does not necessarily make the device 
patentable. UWnder the statute, 35 U. 8. C. § 31, 35 
U.S.C. A. § 31, R.S. § 4886, the device must not only 
be ‘‘new and useful’’, it must also be an ‘“‘invention’’ 
or  <liscovery’?. * * * Since Tlotchkiss v. Greenwood, 
11 How. 248, 967, 13 L. Ed. 683, decided in 1851, it 
has been recognized that if an improvement is to 
obtain the privileged position of a patent more in- 
genuity must be involved than the work of a 
mechanic skilled in the art.’ The Court stated 
further, 314 U.S. at page 91, 62 S. Ct. at page 41, 86 
Lid, 58, ‘A new application of an old device may 
not be patented if the ‘‘result claimed as new is the 
same in cNaracter as the original result’? * * * even 
though the new result had not before been con- 
templated.’ ”’ 


oO” 


The application of this rule has tended to become in- 
creasingly strict with the passage of time. This tendency 
has been noticed and commented upon in Picard v. United 
Aircraft Corporation (2 Cir., 1942), 128 F. 2d 632 at page 
636: 


‘‘We cannot, moreover, ignore the fact that the 
Supreme Court, whose word is final, has for a decade 
or more shown an increasing disposition to raise the 
standard of originality necessary for a patent. In 
this we recognize ‘a pronounced new doctrinal trend’ 
which it is our ‘duty, cautiously to be sure, to follow 
not to resist’. Perkins v. Endicott Johnson Corp., 
2 Cir., 128 F. 2d 208.”’ 


It is apparent that MeAdam/’s device does not meas- 
ure up to these exacting standards. Since McAdam’s 
patent is for an apparatus, his advance must be found in 
some mechanical improvement made in the physical ap- 
paratus itself. But, as we have already seen, McAdam’s 
physical device does not vary at all from those which 
existed in the prior art. Since there is nothing new in the 
apparatus, there ean be @ fortiori no invention. 

Even assuming, contrary to the evidence, that the idea 
of using water to defrost at below freezing temperatures 
was new, there was no invention. Certainly there was no 
invention in providing a pipe to carry the water into the 
refrigerated space, a spray head to spray water over the 
coils, and a drained drip pan below the coils to catch and 
carry away the water. The ‘‘problem’’ then, if any, was to 
devise means for draining the supply pipe and spray head 
immediately following the defrosting period. To do this, 
McAdam made use of the most obvious means available, 
an ordinary drain valve. It was and is standard plumbing 
procedure in every instance where a water pipe is exposed 
to below freezing temperatures, to provide a stop and drain 
valve which operates in such a way that the instant the 
valve is shut off, and the water is no longer moving in 
the pipe, this valve will allow all the water on the dis- 
charge side of the valve and in the freezing zone to drain 
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back through the valve (R. 431, 464; Plff’s Ex. 102, R. 
1296-7). 

Moreover, McAdam’s combination is a mere aggregation 
of parts. Each of the parts performs precisely the same 
function in the combination that it does apart from the com- 
bination. So long as each element performs some old and 
well known function, the result is not a patentable combina- 
tion, but an aggregation of elements, and the patent is in- 
valid for this reason alone. 

In the case of Fernandez v. Phillips, (9 Cir., 1943) 136 F. 
2d 404, the patent in suit was for a means of precooling rail- 
way refrigerator cars. Railway cars were cooled by means 
of ice contained in bunkers which were separated from the 
rest of the car by bulkheads and the circulation of the air 
normally produced by convection, the air moving downward 
in the bunkers as it was cooled by the ice and upward in the 
body of the car as it absorbed heat from the contents of the 
car, cooled the car. The patent disclosed an electric fan 
mounted in a portable panel to be mounted in the upper 
or lower opening in the bulkhead to force the circulation 
of the air. The device of an electric fan in a portable panel 
to be mounted in an opening for purposes of ventilation was 
old. The combination of such a portable fan with a railway 
refrigerator car was claimed by the patentee to be new. 
This Court found the claim invalid and said, at page 406: 


‘‘Old elements may be combined into patentable 
invention, but, ‘so long as each element performs 
some old and well-known function, the result is not 
a patentable combination, but an aggregation of ele- 
ments’. Richards v. Chase Elevator Co., 158 U.S. 
299, 15 S. Ct. 831, 833, 39 L. Ed. 991. See, also, Mantle 
Lamp Co. v. Aluminum Products Co., 301 U. S. 544, 
57 §. Ct. 837, 81 L. Ed. 1277. Here, the refrigerator 
car performs its old function of cooling, and the fan 
its old function of circulating. .. .” 


Finding No. 18 (R. 16) that it required the exercise 
of inventive faculty to invent the combination as defined by 
claim 13 of the McAdam patent is without basis in the 
Record. 
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A. McAdam Solved No Long Existing Problem 


Unable to point to any advance made by McAdam 
in the apparatus used for defrosting, Refrigeration has 
sought to prove invention indirectly by conjuring up a 
defrosting ‘‘problem’’ and its solution by McAdam. 

The only testimony in the Record upon which to base 
Finding No. 17 that McAdam solved a problem long existent 
in the refrigerating art is Jarvis’ statement that defrosting 
‘‘was the biggest problem that the industry had to solve 
before the present-day frozen food industry could begin to 
travel’? (R. 45). 

Chamberlain, assistant chief engineer of York Corpora- 
tion, denied that this was the fact and stated that ‘‘we 
already had very good means of defrosting, which we still 
use today’’ (R. 1020). Indeed, defrosting other than by 
means of water is by far the most common means. Since 
1940 York, one of the largest in the industry, has used water 
defrosting in only 11% of its units (R. 1031-2). 


These common means of defrosting are as follows: 


Warm gas—in this method the refrigerating cycle is re- 
versed and the evaporated refrigerant, which is relatively 
hot as it leaves the compressor, after having accomplished 
its purpose of absorbing heat in the cooling coils, is returned 
to the cooling pipes to do the work of melting the frost 
(R. 1018). This method is more efficient, and usually used 
only, if there are two or more evaporators in the refriger- 
ating system so that the evaporated gas from one evapo- 
rator may be pumped by the compressor into the evapo- 
rator which is to be defrosted. This method of defrost- 
ing is particularly advantageous as it leaves the coils per- 
fectly dry (R. 1024) as distinguished from water defrost- 
ing where a film of ice is frozen onto the coils when the 
refrigeration is started again (R. 1431, col. 2, lines 50-54). 
Gas defrosting takes from 10 to 30 minutes, depending on 
the size of the unit and the amount of frost. 


Warm brine—whenever brine is used as the cooling 
agent it is a simple matter to circulate warm brine inside 
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the pipes in place of the cool brine and thus melt the frost. 
This is the accepted method on shipboard. Sinee 1943 York 
has installed this type of defrosting in over thirty ships 
for frozen cargo (R. 1021). 


Warm air—air either at atmospheric temperature or 
heated, may be blown over the pipes by means of air duets 
and dampers. Since this takes place within an enclosed 
unit, the warm air does not get out into the refrigerated 
space and thus the temperature of that space is not raised. 
(R. 86, 1008-9). This type of defrosting is used where 
the unit is conveniently located to a source of out- 
side air and where expensive duct work is not needed 
(R. 1020). Defrosting will take from 10 to 30 minutes 
(R. 1010). 


Brine spray—where more rapid defrosting is desirable, 
brine spray is used on the outside of the coils, which de- 
frosts in two to five minutes (R. 1017), since in addition to 
the brine solution imparting its heat to melt the frost, the 
brine has a solvent action (R. 1021). This brine spray may 
be continuous or intermittent and is recireulated from a 
pan loeated either inside or outside the refrigerated space. 


These and a great many variations of these methods of 
defrosting existed prior to McAdam (Refrigeration’s Exs. 
Y, Z, AA, R. 1509-23) and are still being used extensively 
today (R. 1017, 1020, 1021). Jarvis’ uneorroborated state- 
ment as to a ‘‘problem’’ has no foundation. Hach method 
of defrosting, ineluding water defrosting, has its own 
particular advantages and disadvantages with respect to 
any one particular job under consideration. The evidence 
is elear that no one particular kind of defrosting is the best 
for all purposes. That method which is the most efficient 
and the least expensive under the particular circumstances 
is the one which should be used. Under certain cireum- 
stances it is undoubtedly true that water is a suitable means 
for defrosting, but, even in the case of the much-touted use 
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of Refrigeration’s unit during the War (see Finding 15*), 
the fact is that the unit ‘‘was soon found to be inadequate 
and was replaced by an entirely different type of appara- 
tus’’ for use by the Armed Forces (R. 1051-52). 


B. Increase in the Use of Water to Defrost 


Refrigeration also sought and obtained a finding (No. 
12*) that the art extensively adopted the system of water 
defrost of the McAdam patent, apparently as an indication 
that McAdam had solved a long existent problem. 

The only evidence introduced tending to show that there 
had been any inerease in the use of water to defrost was in 
connection with the growth of defendant, Refrigeration. 
This growth in the business of Refrigeration was due not 
only to efficient management and advertising but to the fact 
that about the time Refrigeration developed this unit, there 
was a tremendous growth in the frozen food industry and 
the resultant increase in food storage lockers of small capac- 
ities with the result that the use of small blower units 
increased (R. 1047). Water defrosting for these units was 
just as feasible as warm gas, warm air or brine. It is 
quite natural, therefore, that all makes of this type of unit, 
regardless of the method of defrosting used, should share 
in this increased business. 


C. McAdar’s Device Has Not Replaced Other Means of 
Defrosting 


There is no evidence in the Record to support Finding 
No. 13* that the svstem of water defrost of the McAdam 
patent superseded other devices for defrosting. All of the 
types of refrigerating installations and the various methods 
of defrosting discussed above, which were known prior to 
McAdam, are still being used widely and effectively today 
(CR. 1017, 1020, 1027). 


“lt, 16. 
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Refrigeration attempted by the introduction of testimony 
from three satisfied users of its Reeold unit to create the im- 
pression that because these persons were more pleased with 
the Recold units than they were with what they had used 
previously, water defrosting is superior to and has re- 
placed other methods of defrosting. But in every case, 
the type of refrigeration which was replaced was of the 
type in which the cooling pipes are strung ont around 
the walls and ceiling of the space to be cooled. All of the 
reasons given for preferring the Recold unit, such as the 
fact that it took up less space (R. 169), or that it was 
unnecessary to remove the goods from the storage space 
when defrosting (R. 164) are advantages which accrue from 
the use of a package type refrigerating unit with the coils 
coneentrated within a casing irrespective of how it is de- 
frosted. That it was the package type unit which was new 
and better to them rather than the type of defrosting is 
illustrated by the testimony of one of the ‘‘satisfied users’’, 
Lawrence, who stated on cross-examination (R. 133): 


‘*Q. In Defendant’s Exhibit V you state, ‘The 
unique system of defrosting using sweet water is ac- 
complished in about 5 minutes’ time.’ When you 
say ‘unique system’ you mean that von hadn’t seen 
one before? 

‘*A. It was different from the ordinary or usual 
type of coil. 

‘¢Q. And what was the difference? How did it 
differ? 

‘CA. It was a fan type fin coil in comparison with 
the iron pipe coil that made it unique.”’ 


The ‘*fan type fin coil’’ was of course old (R. 1430, col. 1, 
lines 22-9. 258° Pi’ soi, 106, R. 1301. 998) amc wesmnot 
invented by McAdam. 

None of these witnesses had anv basis of experience with 
respect to other means of defrosting blower units. Two of 
the three never examined or inquired about a unit of any 
other manufacturer before they bought the Reeold unit 
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(Lawrence, R. 182; Payne, R. 176), and the third stated he 
had had no experience with any type of blower unit other 
than the Reccld unit (Johnson, R. 238). 

It is evident that this kind of testimony has neither 
relevance nor competence. It means nothing with respect 
to supporting the McAdam ‘‘invention’’. It is not claimed 
by Refrigeration that McAdam introduced the compact type 
refrigerating coil (R. 246, 255). Nor are the claims of the 
McAdam patent based upon this idea. 

The compact blower unit may have been new to Refrig- 
eration and its three customers, but it was old to others con- 
nected with the refrigerating industry. 


D. Surprise of Unqualified Witnesses Not Persuasive 


Three of the Findings by the Court below (Nos. 8, 9 and 
10, R. 15) include statements to the effect that the engineers 
and those skilled in the art did not believe, prior to McAdam, 
that water could be used to defrost at below freezing tem- 
peratures. The testimony upon which these Findings are 
based did not ineiude that of any refrigeration engineer, 
except Refrigeration’s witness Ruppright. But his testi- 
mony can not be taken seriously as a qualified witness, be- 
cause he testified that water would freeze in pipes and in 
hose below 25 degrees even while the water was running, 
and would not defrost, except in a few spots, and would 
then refreeze (R. 146-7). Thus he denies the operability 
of McAdam’s apparatus at temperatures below 25 degrees 
at which it is supposed to operate (R. 163). 

Doble’s unsolicited statement was that he didn’t believe 
the thing would work when it was first presented to him 
(R. 279). While quite obviously a nimble and accomplished 
patent expert witness, Doble is certainly not a refrigerating 
expert and prior to this ease was not familiar with the art. 
Prior to 1937 his only experience in refrigeration other 
than ‘‘that of most people’’ was that he invented an elec- 
trical system of defrosting for his own ice-box (R. 282). 
Mr. Doble had no experience as a basis for his surprise. 


64 


Ruppright, Refrigeration’s only refrigerating expert, 
had written an article, Defendant’s Ex. Z (R. 1512-6), pub- 
lished in 1936, in which he stated that water sprayed from a 
permanent header could be used to defrost at below freezing 
temperatures ‘‘were it not for trouble caused by water 
freezing in the piping during regular operation’’. He ad- 
mitted on cross-examination that he had never tried to 
defrost in this manner (R. 144). Had he done so it is 
possible that he, too, would have found it quite simple to 
use a stop and drain valve as was done at Indianapolis 
(Plif’s Hx. 22, physical), Elmira (Plff’s Hx. 39, R. 1207), 
and Yamlill (PIff’s Ex. Y-21, physical) and also later by 
McAdam, since this is and was common plumbing pro- 
cedure whenever water piping must enter a below freezing 
zone (R. 431; Plff’s Ex. 102, R. 1295-8). 

Refrigeration also produced a Mr. C. L. Walling, a 
former York employee in a subordinate position, who stated 
that when he first heard of the Recold unit in 19388, at which 
time he was employed by York, he considered it unsound 
(R. 194), but he admitted that he ‘‘made no thorough inves- 
tigation’’. 

W. R. Tuttle, another former York employee, testified 
(R. 241) that Dalin, district chief engineer for York in 
its Los Angeles district, had stated to him during 1938 or ’39 
that water defrosting was an exploded idea and that York 
had thrown it out years ago. Dalin took the stand and stated 
that he did not recall ever having made such a statement 
and did not believe that he could have made it because to 
his knowledge York had not tried and discarded water de- 
frosting (R. 981). Furthermore it was also brought out 
that on August 25, 1939, Mr. Dalin, before he had ever seen 
a Recold unit in operation, approved the purchase of one 
by York for resale without requiring or obtaining any 
guarantee from Refrigeration (PIff’s Ex. 103, R. 1298; R. 
982-3). If Dalin had asserted that water defrosting was an 
‘‘exploded idea’? he would hardly have approved the pur- 
chase of such a unit. 
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Finding No. 10 states that ‘‘the teachings of the pub- 
lished art’’ as well as the belief of the engineers prior to 
McAdam were that water could not be used for the defrost- 
ing of coils positioned within a refrigerated space main- 
tained at a temperature below freezing. This is incorrect. 
Two of the prior art patents cited by York call for the use of 
water to defrost coils positioned within a space maintained 
at temperatures below the freezing point of water (Jensen 
& Roser, R. 1279; Wenzl, R. 1271). As to the engineers, York 
introduced in evidence the testimony of a dozen refrigera- 
tion engineers who did believe and knew by experience that 
water detrosting would work below freezing (Supra, pp. 25, 
32-3, 48-5). 


E. That Early Purchasers Required Guarantees of Replace- 
ment Does Not Prove Invention 


Refrigeration introduced evidence that in some of its 
early installations it was necessary to give guarantees of 
satisfaction in order to sell the installations. Lawrence, 
Payne and Johnston testified that they were given guaran- 
tees but only Lawrence testified that he requested such 
a guarantee and that was in answer to a leading question 
(R. 124). It is not surprising for a young company” to give 
such guarantees in an attempt to obtain business, particu- 
larly when two earlier installations of Recold units had 
proved unsatisfactory. Mr. Jarvis testified (R. 46-7) that 
after making the first commercial installation in Woodland, 
Oregon, it was found that ‘‘we hadn’t entirely solved the 
problem”’ and ‘‘it was necessary to go into the room with a 
blow torch and melt the ice inside of the supply pipe that 
had frozen.’’ Again in connection with another installation, 
the first made in Los Angeles or the vicinity, Mr. Jarvis 
testified (R. 64) : 


‘We encountered considerable trouble on this job 
because we failed to supply sufficient coverage with 


* Refrigeration was formed in 1932 (R. 41) but the MeAdam 
development did not come until 1937 and these sales were made 
in 1939 and 1940 (R. 123, 161, 236). 
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our spray except on the fin section of the coil and 
did not supply the water spray over the return bends 
assuming, 1 guess, because they were out of the air- 
stream they would not frost, and consequently we 
had to take that coil out and build another coil with 
sprays over the return bends before the job was 
entirely satisfactory.”’ 


With this poor record of engineering and installation 
practice it is a wonder that more customers did not request 
and secure guarantees of satisfaction. 


F. Sales of the Recold Unit Do Not Support the Alleged 


Invention. 


In an attempt to prove commercial success in order to 
bolster the claim of invention for the McAdam patent, 
Refrigeration offered evidence that its 1945 gross sales were 
about one million dollars, forty percent of which was busi- 
ness in ‘‘water defrost coils’? (R. 1093). This figure, how- 
ever, is completely without significance to prove commercial 
success of the McAdam invention because the ‘‘water de- 
frost coil’’ is not the apparatus patented by McAdam but 
is merely an unpatented part which anyone is free to sell; 
and because there are no figures as to the number of installa- 
tions of water defrosted units in combination with a re- 
frigerated space maintained below freezing, the alleged 
McAdam invention. Indeed, the figures given for 1945 show 
that even Refrigeration, which manufactures nothing but 
coils (R. 41) and has been pushing water defrosting as 
much as it could for seven years, sold many more coils 
apparently to be defrosted by other means than by water 
since only 40% of its sales were ‘‘water defrost coils’’. 

But quite apart from the above, commercial suceess, to 
be any indication of invention, must be the crowning glory 
on the story of a long felt want, caused by a problem inea- 
pable of solution for years, and an immediate and enthusi- 
astie reception by a waiting public. These conditions do not 
exist in the present ease. As already pointed out, there were 
many methods of defrosting, all of which are still used, and 
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used much more commonly even today than the water de- 
frosting (R. 1008, 1014, 1017). There is absolutely no evi- 
dence in the record of the problem remaining unsolved with 
failures strewn along the wayside. On the contrary, it is 
clear from the prior uses previously discussed that water de- 
frosting was known and was successfully used. And such 
success as water defrosting has had has not been due to the 
inventive character of the development, but to the fact that 
about the time of the filmg of McAdam’s appheation small 
blower units became more popular because of the increased 
use of frozen foods and smaller storage rooms. In some of 
such installations, particularly where there was only one 
evaporator so that gas defrosting was inefficient, water de- 
frosting was handy and was adopted (R. 1024, 1031-2). 

The most that can be said is that Refrigeration was 
early in merchandising a compact blower type unit having 
a method of defr osting, which had been known and used 

many years before, but which has been useful in view of the 

current commercial situation. As a recompense for Refrig- 
eration being wide awake and progressive it has made sunb- 
stantial sales. But its business acumen certainly cannot be 
used as an argument for supporting the inventive character 
of the McAdam apparatus. 

And as clearly recognized by this Court in Grayson Heat 
Control v. Los Angeles (1943), 1384 F. 2d 478, at page 481: 


‘‘lack of novelty and lack of invention being 
clearly shown, no significance attaches to the fact, if it 
be a fact, that utility resulted and commercial success 
followed from what Grayson did.”’ 


[V. York Does Not Infringe the McAdam Patent 


It is axiomatic that in order to infringe a claim of a 
patent one must make, use or sell all of the elements of the 
claim. Simons v. Davidson Brick Co. (9 Cir., 1939), 106 
I’, 2d 518 at page 523: 


as The omission of an element of the combina- 


tion avoids infringement, (Rowell v. Lindsay, 118 
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U.S. 97,5 8. Ct. 507, 28 L. Ed. 906; Black Diamond 
Coal Mining Co. v. Excelsior Coal Co., 156 U. 8. 611, 
15 8. Ct. 482, 39 L. Ed. 553; Magnavox Co. v. Hart & 
Reno, 9 Cir., 73 F. 2d 433, supra), unless an equiva- 
lent is supphed.’’ 


There are no Findings of Fact as to the apparatus which 
York sold, or as to any fact basis for infringement by York. 
There is merely the bare Conclusion of Law that claim 13 
is infringed (R. 23). 

The evidence with respect to the apparatus which York 
sold is contained in a Stipulation printed on pages 1527-29 
of the Record (Dft’s lax. CC). 

What the stipulation shows (R. 1527-29) is that York 
sold certain ‘‘refrigerating units’? (R. 1528), the strueture 
of these ‘‘standard sectional coil units’’ being illustrated 
and described. The stipulation also provides that York 
supplied ‘‘water defrosting connections with its standard 
seetional coil unit, where the unit was installed to main- 
tain a temperature well below freezing in the refrigerated 
space’’ (R. 1528). But there is no proof that York made, 
used or sold the ‘‘refrigerated space’’ which is specified in 
each claim except claims 9 and 12, and such claims are 
clearly invahd. The charge here is of direet, not contribu- 
tory, infringement. Refrigeration must prove that York 
has made, used or sold each element of the elaims. Refri- 
geration has the burden of proving that York made, used or 
sold not only a water defrosted refrigerating unit, but also 
a refrigerated space kept continuously below freezing. 
There is absolutely no such proof and Refrigeration has 
not sustained its burden. 


There is also no proof that York’s water defrosted com- 
mercial installations use ‘‘finned’’ coils, ealled for in claims 
10 and 11, or an electrically operated valve, called for in 
elaim 14. 

York does not make, use or sell all of the elements of the 
patented combination and therefore it does not infringe the 
McAdam patent. 
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V. Refrigeration Has Misused the McAdam Patent and 
Should Be Barred from Relief. 


In the event that this Court finds the McAdam patent 
invalid or not infringed then it will be unnecessary to con- 
sider the question of Refrigeration’s misuse of the patent, 
but if the patent is found to be valid and infringed, then 
Refrigeration is barred from enforeing the patent because 
of its ‘‘unclean hands”’ arising from a misuse of the patent. 
Proof of the misuse was first brought out during the cross- 
examination at the trial of Jarvis, vice president and gen- 
eral manager of Refrigeration. At the close of its case and 
prior to rebuttal by Refrigeration, York moved to amend its 
pleadings to include this issue, which motion was denied 
(R. 1058-1063) in spite of the liberal rules allowing amend- 
ments to pleadings, and in spite of the Court’s right sua 
sponte to consider a defense of ‘‘unclean hands.’’ 

It is clear from the cases, however, that it is not neces- 
sary for this issue to be raised by the pleadings and that 
at any time the Court may act sua sponte and deny relief. 
A recent case to this effect is Frank Adam Electric Co. v. 
Westinghouse Electric Mfg. Co., (8 Cir., 1945) 146 F. 2d 
165, where it was stated at page 167: 


‘«* * * The rule is firmly established that whenever 
in the course of the proceeding the court is informed 
in any way that the plaintiff is without clean hands, 
that it is using the monopoly of the patents in suit to 
restrain competition on unpatented things in viola- 
tion of law, the court should inquire into the facts of 
its own accord, and if it finds the charge to be true 
relief should not be granted.’’ 


That Refrigeration is misusing the McAdam patent is 
established by the admissions of Jarvis and Refrigeration’s 
patent expert Doble. Without contradicting and thus m- 
peaching its own witnesses there is no evidence which Re- 
frigeration could introduce which would alter this situation. 
All the facts which are necessary for a determination of this 
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issue are now in this Record and it is therefore within the 
province of this Court to consider and apply the doctrine of 
‘‘unclean hands.”’ 

The McAdam patent is a combination patent. Hach 
claim of the patent, if valid, covers only the combination 
of all of the elements recited in that claim. Any one element 
or any combination of elements less than all of the elements 
recited in the claim is, therefore, unpatented. This was 
clearly stated in Mercoid Corp. v. Mid-Continent Co., 320 
U.S. 661 (1944) at page 667: 


‘‘* * * The patent is for a combination only. Since 
none of the separate elements of the combination is 
claimed as the invention, none of them when dealt 
with separately is protected by the patent monopoly. 
Leeds & Catlin Co. v. Victor Talking Machine Co. 
(No. 1), 213 U. 8. 301, 318. Whether the parts are 
new or old, the combimation is the invention and it is 
distinct from any of them. See Schumacher v. Cor- 
nell, 96 U. 8. 549, 554; Rowell v. Lindsay, 113 U. S. 
fm iGidienn = 2 


All of the claims of the McAdam patent, except claims 9 
and 12, include as an element of the combination ‘‘a refrig- 
erated space.’’ By the admission of Refrigeration’s patent 
expert, Doble, this refrigerated space is an important ele- 
ment of the claims because it imports into the claims from 
the specification of the patent the tact that the defrosting 
device is used in or in connection with a refrigerated space 
below the freezing point of water (R. 277-8). Without this 
element, claims 9 and 12 are obviously anticipated by the 
prior uses even assuming, contrary to the facts, that the 
prior use devices were not used below freezing. 

Refrigeration does not install the refrigerating units 
which it sells (R. 79-81) and it does not sell any ‘‘refrige- 
rated space.’’ Its sales consist of the blower type re- 
frigerating units alone and not ‘‘in combination with a 
refrigerated space.’? Nor does Refrigeration sell the sup- 
ply and drain conduits (R. 79), which are admittedly im- 
-portant elements of the patented combination (R. 221). 
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It follows then that the Recold unit sold by Refrigeration 

does not inelude all of the elements of the combination. The 

unit which it sells is therefore an unpatented product. 
Refrigeration’s counsel admitted at the trial that: 


‘‘The evidence clearly shows that perhaps we are 
selling less than we are entitled to under the com- 
bination and giving a license to use the rest. of it’’ 
(R. 1055). 


Refrigeration misuses the McAdam patent in at least 
two ways: 


a) Refrigeration and its licensees, by law, impliedly 
grant a license under the McAdam patent to all who pur- 
chase the unpatented water defrosting unit from them. That 
Refrigeration intended that such a license be granted is 
shown by the fact that it has never sued for infringement 
any user or seller of a water defrosting device which was 
purchased from it or from one of its licensees, but it has 
sned for infringement non-licensed manufacturers and their 
customers (R. 89). For example, so long as York purchased 
the unpatented Recold units from Refrigeration and resold 
them, Refrigeration did not sue York for infringement. 
Now, however, that York itself manufactures and sells water 
defrosting devices it has been charged with infringement by 
Refrigeration. 

By this course of conduct, Refrigeration is illegally 
using the McAdam patent to control competition in an un- 
patented product by attempting to compel the trade to pur- 
chase from it the unpatented device, that is, the Recold unit 
alone without conduits and without the refrigerated space. 


b) There is no proof that York uses or sells its water 
defrosting device in combination with ‘‘a refrigerated 
space.’? Since the patented combination ineludes as an 
clement ‘‘the refrigerated space,’’ which York does not sell, 
York sells an unpatented product and is not an infringer. 
At most it can be charged to be only a contributory infringer. 
But the mere bringing of a suit against a contributory in- 
fringer is a misuse of the patent by attempting to place an 
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illegal restraint upon an unpatented product. See the Wer- 
coud cases discussed below, and Stroco Produets, Inc. v. 
Mullenbach, 67 USPQ 168,170 (D. C.S. D. Cal., 1944), where 
the Court found: 


‘1. Plaintiff is, by its action agamst defendants for 
contributory infringement, attempting to use its 
patent to secure a monopoly on unpatented portions 
of the complete combination covered by the claims 
of its patent.”’ 


Prior to the cases of MWercoid Corp. v. Mid-Continent 
Co., 320 U. S. 661 (1944), and Mercoid Corp. v. Honeywell 
Co., 320 U.S. 680 (1944), the above misuses of patents were 
recognized and condemned where a patent for a machine or 
process was being used to secure a partial monopoly in sup- 
plies or unpatented materials used in the process or by the 
machine.* The Mercoid cases merely extended the misuse 
doctrine to include those cases in which ‘‘the unpatented 
* * * device is itself an integral part of the structure em- 
bodving the patent’’ (820 U. 8. 665), which is precisely the 
ease here. 

In the first Mercoid case, Mid-Continent, the patent 
owner, exclusively licensed Minneapolis-Honeywell, a mann- 
facturer of less than the entire combination, who in turn 
sub-licensed various other manufacturers of less than the 
entire patented combination. Neither Mid-Continent nor 
Minneapolis-Honeywell installed the entire combination, 
nor did either sell the entire combination, but the latter did 
sell a portion of the entire patented combination. Mid- 
Continent sued Mercoid for contributory infringement, be- 
eause of its sale of part of the patented combination. 
The Supreme Court held this to be a misuse of the patent 
and stated (320 11. 8. 661, 667): 

‘¢* * * the competition which is sought to be con- 
trolled is not competition in the sale of the patented 


* Carbice Corp. v. American Patents Corp., 283 U.S. 27 (1931) : 
Letch Mfg. Co. v. Barber Co., 302 U. 8.458 (1938) ; 
Morton Salt Co. v. G. 8S. Suppiger Co., 314 U.S. 488 (1942) ; 
B. B. Chemical Co. v. Ells, 314 U.S. 495 (1942). 
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assembly but merely competition in the sale of the 
unpatented thermostatic controls. The patent is em- 
ploved to protect the market for a device on which 
no patent has been granted.”’ 


The argument was made that the portion of the com- 
bination sold by both Minneapolis-Honeywell and Mercoid 
was the ‘‘heart of the invention,’’ which faet should justify 
protection of the patentee and its licensees. But the Snu- 
preme Court rejected this contention, pointing out that ‘‘the 
patent is employed to protect the market for a device on 
which no patent has been granted’’ (at p. 667). It further 
eae (al p. OT) : 


‘““That result may not be obviated in the present ease 
by ealling the combustion stoker switch the ‘heart of 
the invention’ or the ‘advance in the art’. The pat- 
ent is for a combination only. Since nene of the 
separate elements of the combination is claimed as 
the invention, none of them when dealt with sepa- 
ratelv is protected by the patent monopoly * * * 
Whether the parts are new or old, the combination 
is the invention and it is distinct from any of them.’’ 


The sccond Mercoid case (3820 U. 8. 680) involved pre- 
cisely the same situation as to another combination patent. 
The facts are perhaps closer to our own ease in that the 
intermediate step of a license from the patent holder to an 
exclusive licensee was not involved. Also, this was a decla- 
ratory judgment suit in which the defendant countered with 
a charge of infringement as well as contributory infringe- 
ment. The Court stated (at p. 684) : 


‘c*** The fact that an unpatented part of a com- 
bination patent may distinguish the invention does 
not draw to it the privileges of a patent. That may 
be dene only in the manner provided by law. How- 
ever worthy it may be, however essential to the pat- 
ent, an unpatented part of a combination patent is 
no more entitled to monopolistic protection than any 
other unpatented device. For as we pointed out in 
Mercoid v. Mid-Continent Investment Co., supra, a 
patent ona combination is a patent on the assembled 
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or functioning whole, not on the separate parts. The 
legality of any attempt to bring unpatented goods 
within the protection of the patent is measured by 
the anti-trust laws not by the patent law. For the 
reasons stated in Mercoid v. Mid-Continent livest- 
ment Co., supra, the effort here made to control com- 
petition in this unpatented device plainly violates the 
anti-trust laws, even apart from the price-fixing pro- 
visions of the license agreements. * * *”’ 


The evil which is condemned in both cases 1s the attempt 
to use a combination patent so as to give an economic ad- 
vantage in the market to an unpatented product which is 
itself an integral part of the combination. 

As pointed out above, Refrigeration is illegally using 
its combination patent to induce purchasers to buy trom it 
or from its licensees a device which is admittedlv less than 
the entire combination and, therefore, an unpatented 
product. Refrigeration is misusing its patent and should 
be barred from recovery. 


VI. Costs and Attorney’s Fees Should Not Be Allowed. 


Paragraphs 7 and 9 of the Judgment herein (R. 25-6) 
award to Refrigeration reasonable attorney’s fees and 
costs.* Inits Points on appeal (No. 20, R. 1113) York stated 
that the District Court erred in not holding that this action 
was filed with justification in law and in fact. 

Here York sought a declaratory judgment as to the 
invalidity of fourteen claims of the McAdam patent and 
thirteen of these claims were declared invalid. It would ap- 
pear that there is a question as to which party prevailed. 
Certainly it indicates that the action was instituted with 
justification in law and tm fact. 


* Costs in the amount of $744.70 were taxed and passed to 
judgment (R. 37), but the matter of the attorney’s fees was held in 
abeyanee pending the determination thereof by a Special Master 
(R. 37). The reference to a Master was stayed pending the appeal 
by paragraph 10 of the Judgment (R. 26). 
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As amended August 1, 1946, R. S., $ 4921, 35 USCA, § 70 
states in part (Appendix, p. 79) : 


saa ee oe court may in its discretion award rea- 
sonable attor ney’s fees to the prevailing party upon 
the entry of judgment on any patent case.”’ 


As interpreted by the courts, the above quoted portion 
of the statute relating to the granting of attorney’s fees 
applies only when the action by the plaintiff is absolutely 
unwarranted or nnreasonable. 

In Lincoln Electric Co. v. Linde Air Products Co. (D.C. 
N. D., Ohio, 1947), 75 USPQ 267, a suit by plaintiff on a pat- 
ent had been dismissed on a motion for summary Judgment 
based on the misuse of the patent. In denying a motion by 
defendant for reasonable attorney’s fees, the Court said at 
pages 267-8: 


‘‘The request for attorneys’ fees is based on a recent 
eiiaciment of Coneress, Mitle 35 U.S. C. 70. * * * 
It is apparent from the wording of the statute and 
its history that an award of attorneys’ fees should 
not be made in an ordinary case. The Court is in- 
vested with discretionary power where it is necessary 
to prevent gross injustice. The ease at bar presents 
a situation which is not unusual in patent matters. 
This court finds no special cireumstances of gross 
injustice. * * * This court does not consider that 
the action by the plaintiff was absolutely nnwar- 
ranted or unreasonable. Since the award asked by 
the defendant is contrary to long established prac- 
tice, a clear showing of the conditions mdicated in 
the statute must be made to entitle the applicant to 
the relief sought. The circumstances and conditions 
surrounding the parties in this litigation do not war- 
rant an award of attorneys’ fees to the prevailing 
party.”’ 


This interpretation of the statute is in line with a long 
line of decisions interpreting a similar provision in the copy- 
right laws (35 Stat. 1084, 17 USCA, § 40). Jndge Yankwich 
said in Cain v. Universal Pictures Co. (D. C. S. D., Cal., 
1942), 47 F. Supp. 10138, at page 1019: 
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‘The allowance of attorney’s fees in copyright 
cases to the prevailing party is discretionary. 17 
eee pe oy ees 6 Leo Feist, Inc., 2 Cir., 
1932, 3 F, 2d 460, 461; Buck v. Bilkie, 9 Gir. 1933, 63 
F. 2d 447. They should not be awar ded unless equity 
considerations exist which call for the penalization 
of the losing party.’’ 


Because York prevailed as to thirteen of the fourteen 
claims of the McAdam patent, the District Court also erred 
in awarding costs to Refrigeration. A more equitable dis- 
posal of the matter would have been to award thirteen- 
fourteenths of the costs to York, or at the most to have 
awarded costs to neither side. 


Conclusion 


The District Court’s determination of validity and in- 
fringement of claim 13 should be reversed and its holding 
of invalidity of the remaining claims of the McAdam patent 
should be sustained; Refrigeration’s cross-claim should be 
dismissed; Refrigeration should be adjudged to have mis- 
used the McAdam patent and be therefore barred from 
enforcing it; and the prayers of York’s complaint should be 
granted. 


Mesrerve, Mumrrer & HucHeEs and 
H. Carvin Wurtz, 


By Sureuey I. Mrserve, 


Attorneys for Yor Corporation, 
Suite 615, 555 South Flower Street, 
Los Angeles 13, California. 


Of Counsel 


ALEXANDER C. NEAVE 
Cuarencre D. Kern 
Wiuuiam J. O’Heary, Jr. 


January 29, 1948. 
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APPENDIX 


Judicial Code Section 274d; 28 USCA, §400: 


‘¢(1) In eases of actual controversy (except with 
respect to Federal taxes) the courts of the United 
States shall have power upon petition, declaration, 
complaint, or other appropriate pleadings to declare 
rights and other legal relations of any interested 
party petitioning for such declaration, whether or 
not further relief is or could be prayed, and such 
declaration shall have the force and effect of a final 
judgment or decree and be reviewable as such. 


‘¢(2) Further relief based on a declaratory judg- 
ment or decree may be granted whenever necessary 
or proper. The application shall be by petition to a 
court having jurisdiction to grant the relief. If the 
application be deemed sufficient, the court shall, on 
reasonable notice, require any adverse party, whose 
rights have been adjudicated by the declaration, to 
show cause why further relief should not be granted 
forthwith. 


‘¢(3) When a declaration of right or the grant- 
ing of further relief based thereon shall involve the 
determination of issues of fact triable by a jury, such 
issues may be submitted to a jury in the form of 
interrogatories, with proper instructions by the court, 
whether a general verdict be required or not.’’ 


R. S. §4886; 35 USCA, §31: 


‘¢ Any person who has invented or discovered any 
new and useful art, machine, manufacture, or com- 
position of matter, or any new and useful improve- 
ments thereof, or who has invented or discovered and 
asexually reproduced any distinct and new variety 
of plant, other than a tuber-propagated plant, not 
known or used by others in this country, before his 
invention or discovery thereof, and not patented or 
described in any printed publication in this or any 


78 


foreign country, before his invention or discovery 
thereof, or more than one year prior to his applica- 
tion, and not in public use or on sale in this country 
for more than one year prior to his application, 
unless the same is proved to have been abandoned, 
may, upon payment of the fees required by law, and 
other due proceeding had, obtain a patent therefor.’’ 


R. S. §4888; 35 USCA, §33: 


‘‘Before any inventor or discoverer shall receive 
a patent for his invention or discovery he shall make 
application therefor, in writing, to the Commissioner 
of Patents, and shall file in the Patent Office a written 
description of the same, and of the manner and 
process of making, constructing, compounding, and 
using it, in such full, clear, concise, and exaet terms 
as to enable any person skilled in the art or science 
to which it appertains, or with which it is most nearly 
connected, to make, construct, compound, and use the 
same; and in case of a machine, he shall explain the 
principle thereof, and the best mode in which he has 
contemplated applying that principle, so as to dis- 
tinguish it from other inventions; and he shall par- 
ticularly point out and distinctly claim the part, 
improvement, or combination which he claims as his 
invention or discovery. The specification and claim 
shall be signed by the inventor. No plant patent shall 
be declared invalid on the ground of non-compliance 
with this section if the description is made as com- 
plete as is reasonably possible.”’ 


R. S. 4921; 35 USCA, §70: 


‘“The several courts vested with jurisdiction of 
cases arising under the patent laws shall have power 
to grant injunctions according to the course and 
principles of courts of equity, to prevent the viola- 
tion of any right secured by patent, on such terms 
as the court may deem reasonable; and upon a jude- 
ment being rendered in any case for an infringe- 
ment the complainant shall be entitled to recover 
general damages which shall be due compensation for 
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making, using, or selling the invention, not less than 
a reasonable royalty therefor, together with such 
costs, and interest, as may be fixed by the court. The 
court may in its discretion award reasonable attor- 
ney’s fees to the prevailing party upon the entry of 
judgment on any patent case. 


‘‘The court is hereby authorized to receive expert 
or opinion evidence upon which to determine in con- 
junction with any other evidence in the record, due 
compensation for making, using, or selling the in- 
vention, and such expert or opinion evidence is hereby 
declared to be competent and admissible subjeet to 
the general rules of evidence applicable thereto. 


‘‘The court shall assess said damages, or cause 
the same to be assessed, under its direction and shall 
have the same power to increase the assessed 
damages, in its discretion, as is given to inerease the 
damages found by verdicts in actions in the nature of 
actions of trespass upon the case; but recovery shall 
not be had for any infringement committed more 
than six years prior to the filing of the complaint in 
the action. And it shall be the duty of the clerks of 
such courts within one month after the filing of any 
action, suit, or proceeding arising under the patent 
laws to give notice thereof in writing to the Com- 
missioner of Patents, setting forth in order so far as 
known the names and addresses of the litigants, 
names of the inventors, and the designating number 
or numbers of the patent or patents upon which the 
action, suit, or proceeding has been brought, and in 
the event any other patent or patents be subsequently 
ineluded in the action, suit, or proceeding by amend- 
ment, auswer, cross bill, or other pleading, the clerk 
shall give like notice thereof to the Commissioner of 
Patents, and within one month after the decision is 
rendered or a judgment issued the clerk of the court 
shall give notice thereof to the Commissioner of 
Patents, and it shall be the duty of the Commissioner 
of Patents on receipt of such notice forthwith to 
endorse the same upon the file wrapper of the said 
patent or patents, and to incorporate the same as a 
part of the contents of said file or file wrapper.’’ 
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35 Stat. 1084; 17 USCA, §40: 


‘In all actions, suits, or proceedings under this 
title, except when brought by or against the United 
States or any officer thereof, full costs shall be 
allowed, and the court may award to the prevailing 
party a reasonable attorney’s fee as part of the 
costs.”’ 


